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MEXICO

INDUSTRIAL PROPERTY LAW

(of June 25, 1991, as last amended by
the Decree of December 26, 1997)

Title | @D
General Provisions &
Sole Chapter é

Art. 1. The provisions of this Law are a matter of public poligqlgto be
generally observed throughout the Republic, without prej e tothe

provisions of the international treaties to which Mexico j§ paly. Its
administrative enforcement is incumbent on the Fedgral
the agency of the Mexican Institute of Industrial Pro

Art. 2. The purpose of this Law is: ;x): _

[1l. to establish the bases that will pg
commercial activities to have a pe @
processes and products;

[ll. to promote and enco E%venﬁv activity that has industrial
applications and also tes{hical impr ements, and the dissemination of
technological knowledge In p'ro_d tion’sectors;

to promote and stimulate the improvement of the quality of goods and
ices In industry and trade in a manner consistent with the interests of
consumers;

IV/."to encourage creativeness in the design and presentation of new and
useful products;

IV."to protect industrial property by regulating and granting patents,
registrations of utility models, industrial designs, trademarks and
advertising slogans, publishing trade names, declaring the protection of
appellations of origin and regulating trade secrets;
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VI. to prevent acts that infringe industrial property or constitute unfair
competition in relation to industrial property, and to introduce sanctions
and penalties for such acts.

Art. 3. For the purposes of this Law, Q/%
I. "this Law" means the present Law;
[I. "international treaties" means those concluded by Mexico in ac%oe
with the Law on the Conclusion of Treaties;
lll. [repealed]; Yy
IV. "Institute” means the Mexican Institute of Industrial P
V. "Diario Oficial" means the Diario Oficial de la Fede@

Gazette; ‘ )
VI. "Gazette" means the Gazette referred to in Arti of this

Art. 4. No patent, registration or authoriz @ ted; neither
shall any publicity be given in the Gaze

devices or institutions regulated by thls gw when théir contents or form
are contrary to public policy, moral proper practice, or if they
violate any legal provision. |

Art. 5. [Repealed] gv

Art. 6. The Mexican Institute.of |dustrial Property, the administrative
ority in industrial property fatters, is a decentralized body with legal
onality and its own assets which shall have the following powers:

I-to liaise with the administrative organs of the Secretariat of Trade
and Industrial Development, and with the various public and private
Institutions, national, foreign and international, the aims of which are the
promotion and protection of industrial property rights, technology transfer,
the study and promotion of technological development, innovation, the
differentiation of goods and also to provide such information and technical
cooperation as is required of it by the competent authorities in accordance
with provisions and policies established for the purpose;
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Il. to encourage the participation of the industrial sector in the
development and implementation of technology that will increase the quality,
competitiveness and productivity thereof, and also to conduct research on
the progress and implementation of national and international industrial
technology and its likely effect on the achievement of the said aims, and %
propose policies to stimulate its development;

. to process applications for, and where appropriate to grant, pa@

and registrations of utility models, industrial designs, trademarks
advertising slogans, to issue declarations of protection of ap% s of
origin, to authorize the use thereof, to publish trade name so to
record renewals thereof and the transfer or licensing o% se and
exploitation, and such other powers as are conferre@

the regulations under it for the recognition and pres I
property rights;

IV. to substantiate proceedings for thea
cancellation of industrial property riglts, rulings and issue
the corresponding administrative d ations in aceordance with the
provisions of this Law and the fegulations ungér it, and in general to rule
on such requests as may ar m the impglementation thereof;

V. to conduct investig into-allgGed-administrative infringements, to
arrange and conduct inspection wSits; 1o request information and
jculars, to order and implement’precautionary measures to prevent
tions of industrial property rights or cause them to cease, hear
ed infringers speak in their defense and to impose the appropriate
administrative. sanctions in industrial property matters;

VI."to appoint experts when requested to do so under the Law, to issue
such technical rulings as may be required of it by individuals or by the
Federal Public Prosecutor and to take such action and secure such proof as
may be necessary for the issue of such rulings;

VII. to act as depositary when so designated under the Law, and to make
available to the competent authority such goods as have been entrusted to
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it;

VIII. to hear and settle the administrative appeals provided for in this
Law that are lodged against the rulings handed down by it relating to acts
performed pursuant to it, to the regulations under it and any other relevant %

provisions; (6/

IX. to act as arbitrator in the settlement of disputes relating to the %
payment of damages for violation of the industrial property rightsygoteeted
by this Law where the parties to the said disputes expressly 5@&%’
and in due conformity with the provisions contained in Titl
the Code of Commerce;

XI. to disseminate, give advice a
public in industrial property matters

XIl. to promote the crea i iglly applicable inventions,
support their developm nd exploifation’in industry and commerce and
stimulate tech- | /
ogy transfer through:

the disclosure of documentary files on inventions published in the
country.or.abroad, and assistance with the consultation and exploitation
thereof,

(b the compilation, updating and distribution of directories of natural
persons and legal entities concerned with the making of inventions and with
technological research work,

(c) the holding of competitions, contests or exhibitions and the award of
prizes and other recognition that will promote inventive activity and

www.macotela.com.mx www.macotela.com.mx




10

15

20

25

30

35

MEXICO

creativeness in the design and presentation of goods,

(d) assistance to firms or financial intermediaries undertaking or
financing the manufacture of prototypes and the industrial or commercial
development of specific inventions,

(e) the dissemination among persons, groups, associations or institutj
concerned with research, higher education or technical assistance,
knowledge of the provisions of this Law and their scope, such aswll
facilitate their work in the creation of inventions and the subsgqtie
industrial and commercial development thereof, ‘%'

(f) the conclusion of agreements providing for coo r&coordi
and concerted action with the governments of the fe ted entip
also with national or foreign, public or private ins?ﬁons, for

and developing inventions and creations s w
commercial application; ‘6)

XIll. to participate in programs forovision /encouragement and
support for the protection of industrial property’with a view to the

generation, development Implemeptation of Mexican technology in
economic % '

activity, and also for the rovement ofthe productivity and

competitiveness thereof; ' /

.'to compile and update thé' files of inventions published in the
try and abroad;

XV. to conduct searches of the state of the art in the various sectors of
industry and technology;

XVI. to promote international cooperation through the exchange of
administrative and legal experience with institutions responsible for the
registration and legal protection of industrial property in other countries,
including the following in particular: basic and further training of staff,
transfer of work and organizational methodology, exchange of publications
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and updating of documentary files and databases in the industrial property
field;

IXVII. to conduct studies on the industrial property situation in the
5 international field, and take part in international meetings or forums

concerned with that subject; &

XVIII. to act as advisory body on industrial property matters for th
various departments and agencies of the Federal public administggtioly; and
10 also advise social and private institutions;

XIX. to take part in the training of human resources s;ﬁ% i
various industrial property disciplines by means of tb'gd? ¥gn and
implementation of training, teaching and specializati

15 for professional, technical and auxiliary staff;

7

XXI. to take part, in coordination @
20  Secretariat of Trade and Industfial t,»in any negotiations lying

within its sphere of compete?;

XXII. to render such o ervices dnd-take such measures as are
necessary for the due exercise ofAts powers under this Law and whatever
25 r legal provisions are appli€Cable.

7. The administrative bodies of the Institute shall be the Board of
Directors.and.the Director General, who shall have the powers provided for
in the Federal Law on Semi-State Bodies and in the legal enactment by which
30 “itwas created, without prejudice to the provisions of Articles 6 and 7bis.2
of this Law.

Art. 7bis. The Board of Directors shall be composed of 10 representatives:

35 l. the Secretary of Trade and Industrial Development, who shall preside;

www.macotela.com.mx www.macotela.com.mx




MEXICO

Il. one representative designated by the Secretariat of Trade and
Industrial Development;

[ll. two representatives designated by the Secretariat of Finance and
5 Public Credit;

IV. one representative each of the Institutes of Foreign Affairs, (& ;

Agriculture and Water Resources, Education and Health and of the I
Board of Science and Technology and the National Metrology C%

10 & ;
For each titular representative an alternate shall be appojfed Who shall
attend the sessions of the Board of Directors in the abs@ f the forpaer,
with all the powers and rights accruing to him. ( |

15 Art. 7bis.1. The Director General or his equival?s
representative of the Institute and shall be oipted, ‘on’gAproposal by the
Federal Executive, acting through the

éé
)S,
=

20 Art. 7bis.2. The Director Gengfal ipafe shall be responsible

for the exercise of the powe IpFArticle 6 of this Law and may,
without prejudice to the d
on such terms as may ' inthe relevant agreements, which shall

be approved by the Board of-Dirgetors’and published in the Diario Oficial.

25 .
‘ 8. The Institute shall every month issue the Gazette in which the

ications referred to in this Law shall be made and any information with
a bearing.on.industrial property and such other subjects as may be specified
shall be made known. Acts and instruments recorded in the said organ of
30 “information shall be binding on third parties as from the day following the
date on which it is distributed, which date shall be specified on each copy.

Title !l

Inventions, Utility Models and
35 Industrial Designs
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Art. 9. The individual who makes an invention or utility model or creates
an industrial design, or his successor in title, shall have the exclusive %
right to use it for his benefit, either himself or through others with his @
consent in accordance with the provisions of this Law and the regulati

under it.

Art. 10. The right referred to in the foregoing Article shall be}g@&?
in the form of a patent for inventions and registration for uj%r'n dels

o

or industrial designs.

Art. 10bis. The right to obtain a patent or a registra

shall beJéng to

the inventor or designer, as the case may be, wi prejudigé to/the
provisions of Article 14 of this Law. If the i
industrial design has been made jointly or-more ers-Ons, the right to

obtain the patent or registration shall.be

Where two or more persons nfakejthe samevention or utility model

independently of each other person
obtain the patent or registifgtion whe.fil

all have the stronger right to
the first application for it or

claims the earliest priorityprovided siat the application is not abandoned

or refused.

right to obtain a patent or registration may be transferred by inter

transaction or by succession.

Art. 11. The owners of patents or registrations may be natural persons or

legal entities.
Art. 12. For the purposes of this Title:

[."new" means anything not in the state of the art;

Il. "state of the art" means the body of technical knowledge that has been
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made public by oral or written description, by use or by any other means of
dissemination of information both within the country and abroad,;

[ll. "inventive step" means the creative process the results of which are
5 not obviously deductible from the state of the art by a person skilled in

the relevant art; (6/3

IV. "industrial application" means the possibility of an invention beje
produced or used in any branch of economic activity; Y"

10

IV. "claim" means the essential characteristic of a produ ﬁ
which protection is precisely and specifically claimed i pli
for a patent or registration and granted, where appr
corresponding title;

15 Kv
VI. "filing date” means that date on which.tff\gapplication

Industrial Development within the cquhtMs provided &nd to the extent that

@ is Law_

20 it

inventors in the applica or apatpht or registration shall be presumed
to be the inventor or inventors, Th€ inventor or inventors shall have the
25 aright to be mentioned in the corfesponding title or to oppose such mention.

14. The provisions of Article 163 of the Federal Labor Law shall be
applicable.to.inventions, utility models and industrial designs made by
persons subject to employment relations.

30
Chapter I
Patents

Art. 15. Any human creation that allows matter or energy existing in
35 nature to be transformed for utilization by man for the satisfaction of his
specific needs shall be considered an invention.
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Art. 16. Inventions that are new, the result of an inventive step and
susceptible of industrial application within the meaning of this Law shall
be patentable, with the exception of:

l. essentially biological processes for obtaining, reproducing and Q/%
propagating plants and animals;

Il. biological and genetic material as found in nature; sz
[ll. animal breeds; q :

IV. the human body and the living matter constitutigg it;

V. plant varieties. YW

Art. 17. The state of the art on the filin fthe p
application, or where applicable the (EcOwpnized priopfy date, shall be used
to determine whether an invention w and thg/result of an inventive
step. Furthermore, in order to detergine whetier.an invention is new, the
state of the art shall be regal s includjrig all'patent applications

filed in Mexico prior to th ik date.angVstill pending, even if the
publication referred to i cle'52-githis.Law occurs at a later date.

. 18. The disclosure of an #ivention shall not prevent it from
inuing to be considered new when, within the 12 months prior to the
date of the patent application, or where applicable prior to the

recognized.priority date, the inventor or his successor in title has made
the invention known by any means of communication, by putting it into
practice or by displaying it at a national or international exhibition. When
the corresponding application is filed, the evidentiary documents shall be
included in the manner laid down in the regulations under this Law.

The publication of an invention contained in a patent application or in a
patent granted by a foreign office shall not be regarded as corresponding to
any of the situations referred to in this Article.
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Art. 19. The following shall not be considered inventions for the purposes
of this Law:

5 l. theoretical or scientific principles;

II. discoveries that consist in making known or revealing something t ;
already existed in nature, even though it was previously unknown t :

10 [ll. schemes, plans, rules and methods for carrying out mer@r@esses
playing games or doing business, and mathematical meth@i

V. computer programs; ‘ ‘Q)l

15 V. methods of presenting information;

VI. esthetic creations and artistic or @orks;

VII. methods of surgical, therape@r diagnos#C treatment applicable

20 to the human body and to anim@ls;

VIII. juxtaposition of kno mntions r mixtures of known products, or
alteration of the use, forRf=dimensiop§ or.materials thereof, except where
in reality they are so combinéd opfmerged that they cannot function

25 rately, or where their char _cte_riétic qualities or functions have been
odified as'to produce an industrial result or use not obvious to a
on skilled in the art.

Art. 20. [Repealed]

30
Art. 21. The right conferred by the patent shall be determined by the
claims as approved. The description and drawings, or where applicable the
deposit of biological material referred to in Article 47, subparagraph I, of
this Law, shall be used to interpret them.
35

Art. 22. The right conferred by a patent shall not have any effect

www.macotela.com.mx www.macotela.com.mx




10

15

20

25

30

35

12

MEXICO

against:

l. a third party who, in the private or academic sphere and for
non-commercial purposes, engages in scientific or technological research
activities for purely experimental, testing or teaching purposes, and to %
that end manufactures or uses a product or a process identical to the on
patented; &

[I. any person who markets, acquires or uses the patented prod%o'ahe
0

product obtained by means of the patented process after the ga duct h
been lawfully placed on the market; q

[ll. any person who, prior to the filing date of the pa@%ﬁolicaﬁo

or where applicable the recognized priority date, use$se patenj&d process,
manufactures the patented product or makes th essary pfeparations for
such use or manufacture; '

IV. the use of the patented inventiol‘&ansportat' n vehicles of other

countries when it forms part of suc icles angAvhen the vehicles are in
transit on the national territory; ‘

V. a third party who, in t cg:e of.patents relating to live material,
makes use of the paten roduct an.initial source of variation or
propagation to obtain other prodyéts, @xcept where such use was made

iously;

a third party who, in the case of patents relating to products
consisting.of live'material, uses, brings into circulation or markets the
patented products for purposes other than multiplication or propagation,
after the said products have been properly placed on the market by the owner
of the patent or by a licensee.

The performance of any act provided for in this Article shall not

constitute an administrative infringement or offense within the meaning of
this Law.
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Art. 23. The patent shall have a term of 20 years, which shall not be
renewable and shall be counted from the filing date of the application, and
be subject to payment of the relevant fees.

Art. 24. Once the patent has been granted the patent owner may seek %
damages from third parties who make use of the patented process or pro

without his consent prior to the grant, when the use is made after the
on which the publication of the application in the Gazette becomes

effective. YV

Art. 25. The exclusive right of exploitation of the patenteddfvention
shall confer the following prerogatives on its owner: @

. if the subject matter of the patent is a product, th tto pr
others from manufacturing, using, selling, offeri sale or
the patented product without his consent;

consent. Y,:

Use made by the pers ferred-tp/in Article 69 of this Law shall be
considered made by the patent owner.

25 g _
‘. 26. The existence of a patent, either pending or granted, may be

30

35

tioned only in the case of products or processes in respect of which
either situation"obtains.

Chapter llI
Utility Models

Art.27. Utility models that are new and susceptible of industrial
application shall be eligible for registration.

Art. 28. Objects, utensils, appliances or tools which, as a result of a
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modification in their arrangement, configuration, structure or form, offer a
different function with respect to their component parts or advantages with
respect to their use shall be considered utility models.

Art. 29. The registration of utility models shall be for a term of 10 %
years which shall not be renewable and shall be counted from the filing d
of the application and be subject to the payment of the relevant fees.

The use of the utility model and the limitation of the right confersggd b
its registration on the holder shall be governed as appropriatﬂt
provisions of Articles 22 and 25 of this Law. q

Art. 30. The rules appearing in Chapter V of this Ti‘e ‘s%apply
appropriate to the processing of a utility model registfa#On, with e

exception of Articles 45 and 52. YW
Chapter IV ‘Qy
Industrial Designs :& '
Art. 31. Industrial designs tha@ew and's

application shall be eligible W Istrati
Designs that are crea@jepend tly<of known designs or combinations of

known features of designs, and differ Significantly therefrom, shall be
idered new.

scepti-ble of industrial

protection conferred on an industrial design shall not cover those
elements.or.features that have been dictated solely by technical
considerations or by the performance of a technical function, and which do
not.embody any arbitrary contribution on the part of the designer; it shall
likewise not cover those elements or features whose exact reproduction has
been necessary to enable the product incorporating the design to be
mechanically assembled or connected to another product of which it
constitutes an integral part or component; this limitation shall not apply
to goods in which the design element lies in a shape or form intended to
permit the multiple assembly or connection of the goods or their
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interconnection within a modular system.

An industrial design shall not be protected where its appearance consists
solely of the elements or features referred to in the foregoing paragraph.

Art. 32. Industrial designs shall include: &

l. two-dimensional industrial designs, which are any combination gé
shapes, lines or colors incorporated in an industrial product for
ornamentation purposes and which give it a specific appearagc its own;

. three-dimensional industrial designs or models, co t&'by any
three-dimensional shape that serves as a model or gatt or the
manufacture of an industrial product, giving it a spec ppearap€e that
does not involve any technical effects. YW |

s for the
registration of industrial designs:

Art. 33. The following shall be enclosé{‘ﬁ)cép)plicati

|. a graphic or photographic r@uction of e desi-gn concerned,;

[l. an indication of the@)zproduct r whi'éh the design will be
used. '

. 34. The description sub ' ted’in the application shall refer briefly
e graphic or photographic reproduction of the design, with a clear
ation of the angle from which the illustration is seen.

Art. 35. The name of the industrial design shall be given in the
application in the form of a claim followed by the words "as described and
illustrated” ["Tal como se ha referido e ilustrado"].

Art."36. The registration of industrial designs shall have a term of 15

years, which shall be non-renewable and shall run from the filing date of
the application and be subject to the payment of the relevant fees.
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The use of industrial designs and the limitation of the rights conferred
by registration on the holder thereof shall where appropriate be governed by
the provisions of Articles 22 and 25 of this Law.

Art. 37. The prosecution of the registration of industrial designs shall %
be carried out, where appropriate, pursuant to the rules contained in
Chapter V of this Title, with the exception of Articles 45 and 52. &

Chapter V
Processing of Patents & .\. z

Art. 38. For a patent to be obtained, a written applicatj &Tbe file
with the Institute in which the name and address of tfie i
applicant, the nationality of the latter, the name of thee®ention _
other data required by this Law and the regulati?mnder it spall.be

included, and proof of payment of the fees.Tglu relating to the
examinations as to form and as to sulz{ hall be _bmit‘ted.

The pending patent application a annexe
such time as they are published.

hall be confidential until

Art. 38bis. The Institute hcogniz as the filing date of a patent
application the date an r of-filing/of the application, provided that
the said application complies-witp/£hexequirements laid down in Articles

7, subparagraphs | and II¥, 179 and 180 of this Law.

ere the application does not, on the date of its filing, comply with the
requirements.laid down in the foregoing paragraph, the date on which it does
comply with those requirements shall be considered the filing date.

The filing date shall determine the relative precedence of applications.

The regulations under this Law may lay down other means by which
applications and other instruments may be filed with the Institute.

Art. 39. The patent may be applied for direct by the inventor or by his
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successor in title or through his representatives.

Art. 40. When a patent is sought after having been applied for in other
countries, the filing date in the country of the first filing may be
5 recognized as the date of priority, provided that the filing in Mexico %
occurs within the periods specified by international treaties or, failing (6/

that, within the 12 months following the application for a patent in the

country of origin. é

10 Art. 41. For the priority referred to in the previous Article to Qz
recognized, the following requirements shall be met: q

l. on application for the patent, priority shall be claige&ld the
country of origin and the date on which the applicati as filed j
15 country shall be specified,;

20 If rights additional to those defivin
considered as a whole, are

consistent with that appliGagiow. request may be made for the
recognition of priority in ectiof.c ms-for additional rights;

25 lllgthe requirements specifiediminternational treaties, this Law and
egulations under it shall be complied with within the three months
ing the filing of the application;

IV. [repealed].
30
Art. 42. When two or more inventors have made the same invention
independently of each other, the patent rights shall belong to the one whose
application bears the earliest filing date or recognized priority date, as
the case may be, provided that the said application is not rejected or
35 abandoned.
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Art. 43. The application for a patent shall refer to a single invention,
or to a group of inventions so related to each other that they constitute a
single inventive concept.

5 Art. 44. If the application does not meet the provisions of the previous %
Article, the Institute shall notify the applicant in writing so that, within
a period of two months, he may divide it into several applications, &
retaining as the date of each one that of the initial application and t%
of any recognized priority. If on expiration of the period allowed t

10 applicant has not divided the application, it shall be consider bgndoned.

paragraph, the divisional applications shall not be pyblis as prow
Article 52 of this Law.

Art. 45. A single patent application may c:w: _

20 ‘ )
. claims relating to a certagqv
or means specially de@ [

I1l. claims relating to a certain pggduct'and claims relating to a process
25 pecially devised for its manufécture and to apparatus or means specially
ed for its application. '

15

Art.46. The process and machinery or apparatus for producing a utility
model or an industrial design shall be the subject of patent applications
30 “independent of the applications for registration of the said model or
design.

Art."47. The patent application shall be accompanied by:

35 |. a description of the invention, which shall be sufficiently clear and
complete to be fully understood and where appropriate to serve as a guide
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for a person with average skill in the art to make it; it shall also mention
the best method known to the applicant of carrying out the invention when
this is not clear from the description thereof.

In the case of biological material where the description of the invention %
cannot itself be sufficiently detailed, the application shall be completed

with a record of the deposit of the material at an institution recognized
the Institute, in accordance with the provisions of the regulations u

this Law; Y"

Il. the drawings required for the understanding of the de%{i'o :

[ll. one or more claims, which shall be clear and coficise¥nd may Aot
exceed the contents of the description;

all’serve
chnical

IV. an abstract of the description of the i
solely for the publication thereof and a
information. &

Art. 48. When a patent applicdtion ;as to be, |vided-, the applicant shall

submit the descriptions, clai d drawings necessary for each application,
with the exception of the entatiop/relating to the priority claimed and
the translation thereof i ed in-thg’Initial application, and where

appropriate the assignment-of rights and the power of attorney. The drawings
descriptions submitted shall .not be altered in any way that might modify
nvention referred to in the original application.

Art:49. The applicant may convert the patent application into one for the
registration of a utility model or industrial design and vice versa when it
appears from the contents of the application that they are not consistent
with the title of protection applied for.

The applicant may make such a conversion of the application only within
the three months following the filing date or within three months following
the date on which the Institute requires him to make the conversion,
provided that the application has not been abandoned. If the applicant does
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not convert the application within the time allowed by the Institute, the
application shall be considered abandoned.

Art. 50. Once the application has been filed, the Institute shall make an
examination of the form of the documents, and may require that further %
details or clarifications be provided wherever it considers this necessary,
or that omissions be rectified. If the applicant does not fulfill this

requirement within a period of two months, the application shall beég

considered abandoned. Y"
Art. 51. [Repealed] QQ

Art. 52. The publication of the pending patent appligati hall tak:

place as soon as possible following the expiration o eriod of 8 months
from the filing date of the application, or where a?ieable fropf the date
or to'the

of recognized priority. The application sha lished
expiration of the said period at the req{& e appli

Art. 53. Once the patent applicati@s been published and the
appropriate fee has been paid, ghe nstitute shéll conduct an examination of
the substance of the inventiv rder to gétermine whether the conditions

specified in Article 16 of ti w are , or whether the invention is in
any of the situation pro foriin

cles16 and 19 of this Law.
rder to conduct substantive examinations, the Institute may where
opriate request the technical support of specialized national agencies
institutions.

Art. 54. The Institute may accept or require the findings of substantive
examinations or the equivalent thereof conducted by foreign patent offices,
or where appropriate a mere copy of the patent granted by any of the said
foreign offices.

Art. 55. The Institute may call upon the applicant in writing to submit,
within a period of two months, such additional or complementary information
or documentation as may be necessary, including that which relates to
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searches or examinations undertaken by foreign offices, to alter the claims,
description or drawings, or to make such clarifications as it considers

relevant where:

l. in the opinion of the Institute this is necessary for the conduct of

the substantive examination;

&

[l. during or as a result of the substantive examination it transpire

that the invention, as identified in the application, does not meet
patentability requirements or falls into any of the cases provi@ in

Articles 16 and 19 of this Law.

If within the period referred to in this Article the apm
comply with the request served on him, his applicati

abandoned.

Art. 55bis. Documents submitted eith
requests referred to in Articles 50 ang 5°
voluntary alterations may not cont

g{Oes not
all be ¢cdnsidered

give a scope greater than that gontgined. in thy original application

considered as a whole. Y’

Voluntary alterations s

decision on the appropriateness

r red to in Articles 56 and

e accepfed-only up to the issue of the

ofthis Law.

otherwise of the grant of a patent

56. Where the Institute refuses the patent, it shall notify the
applicant.in.writing, stating the legal basis and grounds for its decision.

Art. 57. When it is found that the grant of a patent may proceed, the
applicant shall be notified in writing so that, within a period of two
months, he may meet the necessary requirements for its publication and
submit to the Institute proof of payment of the fees for the issue of the
title. If the applicant does not meet the provisions of this Article within
the said period, his application shall be considered abandoned.
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Art. 58. The person concerned shall be allowed an additional period of two
months to comply with the requirements referred to in Articles 44, 50, 55
and 57 of this Law without having to request it, subject to proof of payment
of the appropriate fees within a month of compliance.

The period referred to in the foregoing paragraph shall be counted as (f@/%

the day following that of the expiration of any of the two-month periods,

provided for in the Articles referred to above. é

10 The application shall be considered abandoned if the applic@ﬁ%o
comply with the requests served on him within the initial p‘%{' the

additional period provided for in this Article, or if he fails% vide
proof of payment of the appropriate fees. ( |

15 Art. 59. The Institute shall issue a title for each?nt as a gécord
and official recognition, to the owner there itle'shal¥comprise one
copy each of the description, claims a @dngs if.a ; and shall

specify:
20 l. the number and cIas&ﬂcaU@; paten"

[l. the name and addres fae persogor persons to whom it is issued;

l1l. the name of the inventoriqr ipentors;

25 :
‘the filing date of the application and the dates of any recognized

ity and of the issue of the patent;

V. the name of the invention;
30
VI. the term of the patent.

Art.60. Once the patent has been granted the Institute shall proceed with

its publication in the Gazette, which publication shall contain the
35 information referred to in Articles 47, subparagraph 1V, and 59 of this Law.
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Art. 61. Changes in the text or drawings of the patent protection title
may be allowed only under the following circumstances:

. to correct any obvious errors of form;

5 %
II. to limit the scope of the claims. (6/,
The changes authorized shall be published in the Gazette. é
10 Chapter VI & .\l 2
Licensing and the Transfer of Rights q
Art. 62. The rights conferred by a patent or registr o‘n%&
deriving from a pending application may be encumb Sferred either
15 i

A single request may be filed seregistrati oftransfers of
20  ownership of two or more pending gpplicationg or.two or more patents or

registrations where the tran and'trangferee are the same persons in
each case. The applicant8QaW identify gach of the applications, patents or
registrations in respect ichithe ghtry.is to be made. The appropriate
fees shall be paid according-to the’number of applications, patents or

25 .ategistrations involved.

63. The owner of the patent or registration may, by virtue of an
agreement, license the use thereof. The license shall be registered with the
Institute to be binding on third parties.

30
A single request may be filed seeking registration of the licensing of
rights in two or more pending applications or two or more patents or
registrations where the licensor and licensee are the same persons in each
case. The applicant shall identify each of the applications, patents or
35 registrations in respect of which the entry is to be made. The appropriate
fees shall be paid according to the number of applications, patents or
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Art. 64. To register the transfer of a patent, registration, license or
encumbrance with the Institute, it shall be sufficient to make the

appropriate request in the manner
Law.

Art. 65. There shall be grounds to cancel the registration of a Iice@

any of the following cases:

I. when the owner of the patent or registration and the Iic‘%e'e intly

SO request;
[I. when the patent or registration
lll. [repealed];
IV. when a court order so rules.

Art. 66. The license shall not lge r

registration has expired or \AV@l durati

thereof.

Art. 67. Unless otherwise pravic
ent the owner of the patent or

specified in the regulations under this %

Yy

Y

is declared invali expires;

Yv
&
O&

IStered whHen the patent or
S is_longer than the term

d, the grant of a license shall not
registration from granting other

ses, or from working the patent at the same time himself.

Art:68. Lhe personto whom a license has been granted and registered with
the Institute shall, unless otherwise stipulated, be entitled to institute
legal proceedings in defense of the patent rights as if he were the actual

owner thereof.

Art. 69. The working of the patent by the person to whom a license has

been granted and registered with t

he Institute shall be considered done by

the patent owner, except in the case of compulsory licenses.
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Art. 70. In the case of inventions, after three years from the date of
grant of the patent, or four years from the filing of the application,
whichever period elapses later, any person may apply to the Institute for
the grant of a compulsory license to use the said invention where it has not
been used unless there are duly justified reasons for such non-use.

There shall be no grounds for the grant of a compulsory license whe ;
patent owner or the holder of a contractual license has been importj

patented product or a product obtained using the patented proce%

Art. 71. Whoever applies for a compulsory license must
and economic ability to use the patented invention effl

Art. 72. Prior to granting the first compulsory Ilcens
shall give the patent owner the opportunity of wogk

already exists, the pers
heard.

% techni

e Instit

pg the pateht Wlthln a

In the event of a com%gicense being applied for where another

. 73. On expiration of a period of two years following the date of

t of the first compulsory license, the Institute may administratively
declare.the patentlapsed if the grant of the compulsory license has not
remedied the non-working thereof, or if the patent owner has not proved the
working thereof or the existence of reasons that are justified in the

opinion of the Institute.

The payment of royalties under a compulsory license shall end when the
patent lapses or is invalidated, or for any other reason provided for in

this Law.
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Art. 74. At the request of the patent owner or of the holder of the
compulsory license, the conditions of the said license may be modified by
the Institute when circumstances so dictate, and in particular when the
patent owner has granted contractual licenses that are more favorable than
the compulsory license. The Institute shall rule on the modification of the %
compulsory license conditions after hearing the parties.

Art. 75. Whoever holds a compulsory license shall start working th@
within a period of two years from the date on which the said pate
granted. Failure to comply with this condition, unless there a@%
non-working that are justified in the opinion of the InstitutegSha
constitute grounds for the revocation of the license eith@%ﬁcio or

the request of the patent owner. ( |

s for

Art. 76. The compulsory license shall not be ere. The p€rson to whom
it is granted may assign it only with the aukiOwzation of thg”Institute and
provided that it is transferred together v
unit in which the licensed patent is k

Art. 77. For reasons of nation@ergency ' security, and for as long as
those reasons obtain, the NS shall, inA& declaration published in the
Diario Oficial, declare tha Y‘rgay be pfade of certain patents by means of
the grant of licenses o c utility jf cases where, if such use were not
made, the production or thesupplf or/distribution to the public of staple

s and services would be pfevented, hindered or made more expensive.

procedure laid down in the second paragraph of Article 72 shall be
observed.for.the grant of such licenses, which shall not be either exclusive
or transferable in character.

Chapter VIi
Invalidity and Lapse of Patents
and Registrations

Art. 78. The patent or registration shall be invalid in the following
cases:
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I. when it is granted in violation of the provisions on the requirements
and conditions for the grant of patents or the registration of utility
models and industrial designs. For the purposes of this paragraph, the
5 requirements and conditions for the grant of patents and registrations shall %

be those laid down in Articles 16, 19, 27, 31 and 47; (6/

[l. when such grant takes place in violation of the provisions of the,
in force at the time of grant of the patent or registration.

10 & .\l
An action seeking invalidation under this subparagraph not be bas
the disputing of the legal representation of the applican@

registration; ( |

15 [ll. when abandonment of the application occu@(he cour.

of -
processing; ,

been made to a person not entitled
20 :

An action seeking invalida ragraphs | and Il, above, may be
brought at any time; that @givng frem gife circumstances provided for in
subparagraphs Ill and | ove;may bebrought within five years following
the date on which the publicdti__o f the patent or registration in the

25 tte becomes effective.

ere the invalidation affects only one or some of the claims, or part of
a claim,invalidation shall be declared only in respect of the claim or
claims affected, or the affected part of a claim. Invalidation may be
30 “declared in the form of a limitation or specification of the corresponding
claim.

Art.'79. The declaration of invalidity shall be made administratively by
the Institute, either ex officio or at the request of an individual or of
35 the Federal Public Prosecutor when the Federal Government has some
interest
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in the case, as provided in this Law. The declaration of invalidity shall
cancel the effects of the patent or registration concerned with retroactive
effect to the filing date of the application.

Art. 80. Patents or registrations shall lapse and the rights that they %
confer shall become public property under the following circumstances&

l. on expiration of their term; é

Il. when the fees provided for the maintenance of the rights&%ﬁaN are
not paid, or are not paid within the six-month period of grq%fo' ing th

said expiration; @

[ll. in the case provided for in Article 73 of this Law.

Lapse due solely to the passage of time

require&n

Art. 81. The reinstatement of the registfation that has lapsed
for failure to pay the fees on tinfe mgy be re ésted provided that the
appropriate request is madetwg the_six mMonths following the period of
grace referred to in subp ph-1i.of te foregoing Article and the unpaid
fees are settled, togeth ith any. syfcharges.
ile 111

de Secrets

Sole Chapter.

Art. 82. Any information susceptible of industrial application that a
natural person or legal entity keeps, is of confidential character and is
associated with securing or retaining a competitive or economic advantage
over third parties in the conduct of economic activities, and regarding
which the said person or entity has adopted sufficient means or systems of
preserving confidentiality and restricting access, shall be considered a
trade secret.
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The information constituting a trade secret shall necessarily relate to
the nature, characteristics or purposes of products, to production methods
or processes or to ways or means of distributing or marketing products or
5 rendering services.

Information that is public property, is evident to a person skilled in th @

art on the basis of previously available information or must be discl

virtue of a legal provision or court order shall not be considered
10 secret. Information that is supplied to any authority by a pers’@éssing

it as a trade secret shall not be considered public propert b

by virtue of a legal provision when it is supplied for the gu e of

obtaining licenses, permits, authorization, registratiofis oy ¥hy other,

official documents.

isclose

15 Yy -

Art. 83. The information referred to in the ng Article’ shall
consist of documents, electronic or ma edia, 0 Qal discs,
microfilm, film or other similar materj ;

20 Art. 84. The person who keep@ade secre may transfer it to or
authorize its use by a third _The ‘authgrized user shall be under the
obligation not to disclose de secret by any means.

In agreements under which-know-haw, technical assistance and basic or
25 iled engineering are provided, confidentiality clauses may be included
otect any trade secrets that may form part of such services, and the
clauses shall specify the aspects to be treated as confidential.

Art. 85. Any person who, by reason of his work, employment, function or
30 "post, the practice of his profession or the conduct of business relations,
has access to a trade secret the confidentiality of which he has been warned
of shall abstain from revealing it without just cause and without the
consent of the person keeping the said secret or of the authorized user
thereof.
35
Art. 86. Any natural person or legal entity engaging either a worker who

www.macotela.com.mx www.macotela.com.mx




10

15

20

25

30

35

30

MEXICO

is working or has worked for, or a professional, adviser or consultant who
is rendering or has rendered his services on behalf of another person or
entity with a view to obtaining trade secrets from the latter, shall be

liable for payment of damages for any prejudice caused to that person or
entity.

Any natural person or legal entity who by any unlawful means obtain ;
information constituting a trade secret shall likewise be liable for th

payment of damages. Y"
S

Art. 86bis. The information required by special laws to d the
safety and efficacy of pharmaceutical and agricultural q@tls that
use of new chemical compounds shall be protected @ of the
international treaties to which Mexico is party.

Art. 86bis.1. Where one of the parties inv; d jn any. judi€ial‘or
administrative proceeding is required t %‘ a trade gécret, the

authority hearing the proceeding shall't the nece sary action to prevent
the disclosure thereof to third parti ving.no g@nnection with the
dispute. >

No interested party m%ﬁ;y event pgveal or make use of the trade

secret referred to in the going.p agraph.

ile IV _
rks, Advertising Slogans and Trade Names

Chapter.|
Marks

Art. 87. Industrialists, traders or providers of services may use a mark
In iIndustry or trade or in the services that they provide, provided that the
rightto its exclusive use shall be obtained by its registration with the
Institute.

Art. 88. A mark is understood as being any visible sign that distinguishes
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products or services from others of the same type or category on the market.
Art. 89. The following signs may constitute marks:
l. visible names and figures that are sufficiently distinctive and capable %

of identifying the products or services to which they are applied, or are
intended to be applied, compared with others of the same type or cate

Il. three-dimensional shapes; Y"

[ll. trade names and corporate or business names, prow%ét

not covered by the following Article; @

IV. the proper name of a natural person, provided t Q’é
as a registered mark or published trade name. YW

Art. 90. The following shall not be regi as-mar
Syfigures or shapes that

l. three-dimensional animated or ing na
are expressed in motion even Whenyvisible;”

. the technical or com Med napaes of products or services for which
the protection of the ma sought, &nd<also those words that everyday
language or business practicé__h made into the usual or generic designation

e said products or service

three-dimensional shapes that are public property or have come into
common. use,.those that lack the originality that readily distinguishes them,
and the usual and everyday shapes of products or those determined by their
nature or industrial function;

IV. three-dimensional names, figures or shapes which, when their
characteristics are considered as a whole, are descriptive of the products
or services to which they are intended to afford trademark protection. The
above shall include descriptive or indicative words which, in trade, serve
to identify the kind, quality, quantity, composition, purpose, value or
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place of origin of the products, or the time of their production;

V. isolated letters, digits or colors, except where they are combined with
or accompanied by elements such as signs, designs or names that give them
5 distinctive character;

VI. the translation into other languages, the arbitrarily changed spelli ;
or the artificial construction of words not eligible for registration;

10 VII. signs that reproduce or imitate, without authorization, th% of
arms, flags or emblems of any country, State, municipalit egUivalent
political division, and the full or abbreviated names, sy ISYer emble
governmental or non-governmental international orggniz
other officially recognized organization, including the

15 thereof; YW

VIII. signs that reproduce or imitate offi€i&signs. or sedls of control
and warranty adopted by a State, wij e authopiZation of the competent
authority, or coins, banknotes, co orative gdins‘or any domestic or

20 foreign legal tender;

IX. signs that reprodu%gitate the Alames or graphic representations

of decorations, medals ther'prized awarded at officially recognized
exhibitions, fairs, congresses-or gdltural or sporting events;
25 _
roper or common geographical names and maps, and also gentilic nouns
adjectives when they indicate the origin of the products or services and
can'cause.confusion or error regarding such origin;

30 Xl the names of towns or places known for the manufacture of certain
products, to protect those products, except the names of places in private
ownership when they are special and not liable to be confused, and when the
consent of the owner has been obtained,;

35 XII. the names, pseudonyms, signatures and portraits of persons, without
the consent of the persons concerned or, if they are deceased, of their
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surviving spouse, blood relations in direct line and by adoption and also
collateral relations, both down to the fourth level of relationship;

XIlI. the titles of intellectual or artistic works and the titles of

5 periodicals and other distributed publications, the names of fictional or %
symbolic characters or real personages portrayed, stage names a
names &
as

of performing groups, except where the owner of the corresponding@;
expressly authorized such registration;

10 N

XIV. three-dimensional names, figures or shapes liable t %/e or
mislead the public, understood as being those that con %se
indications as to the nature, components or qualities/or t0® products”or
services that they claim to protect;

; Vot
IXV. three-dimensional names, figures or, identicat or/8imilar to a
mark that the Institute considers well K it Mexico 40 bé applied to any

product or service.

20 A mark shall be considered w@own in'Mg&ico when a given sector of the
public or of the country’s buggss circles ig’aware of the mark as a result
of business activities con Rﬁin Mexj€o or abroad by a person who makes
use of the mark in conn n with-hj€ goods or services; this shall include
knowledge that is had of the-mark/within the territory as a result of the

25 otion or advertising there

forms of proof permitted by this Law may be used for the purpose of
demonstrating, the notoriety of the mark.

30 This impediment shall apply in any case where the use of the mark by the
person applying for its registration is liable to create confusion or a risk
of association with the owner of the well-known mark, or where it
constitutes an appropriation liable to discredit the mark. The impediment
shall not be applicable where the applicant for registration is the owner of
35 the well-known mark;
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XVI. a mark that is identical or confusingly similar to another in respect
of which an application has been filed earlier and is awaiting registration
or to another that is already registered and in force, and is applied to the
same or similar products or services, provided that a mark identical to one
previously registered may be registered if the application is made by the

same owner for use in connection with similar products or services; (&3

XVII. a mark that is identical or confusingly similar to a trade namg%

applied to a firm or industrial, commercial or service establishme S

principal business is the manufacture or sale of the products’q
rovi

provision of the services that the m

e

ark is intended to prote ided

that the trade name has been used prior to the filing d e
application for registration of the mark or the date ofthe lared u
thereof; the foregoing shall not be applicable when t pplication for a

mark is filed by the owner of the trade name, if @entical tr

exists that has been published.

corporate or business name of @ny

|. the establishments or aantities

production, importation arketin
similar to those to which the-regi

e.name
llar’to another

n‘part of the trade name or
stablishmént or legal entity where:
ncerned are engaged in the

f goods or services identical or
red'trademark applies;

here is no consent in writing from the owner of the trademark
tration or from the person empowered to give such consent.

Violation of this principle shall lead to the imposition of the sanctions
provided for in this Law, which shall be independent of the possibility of
legally seeking the removal of the registered mark or the mark confusingly

similar to the previously registered
or business name concerned and t

mark from the trade name or corporate
he payment of damages.

These provisions shall not be applicable where the trade name or corporate
or business name already incorporated the mark prior to the date of filing
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or first declared use of the registered mark.
Art. 92. Registration of a mark shall not be effective against:

l. a third party who in good faith uses the same or a confusingly similar %
mark on the national territory for the same or similar products or services
provided that the third party had begun to make uninterrupted use of th&
mark prior to the filing date of the application for registration, or the

date of the first declared use of the mark. The third party shall h t

right to apply for registration of the mark within three years f@he
day on which the registration was published, in which cas shall
previously apply for and obtain a declaration of invalidip% said

registration; ( |

[l. any person who markets, distributes, acquirﬁu
which the trademark is applied after the sgidrogilc
introduced to the market by the owner ' ark or his
licensee. ; '

This case shall include the imgortation-ofée
the registered mark is appli ried.out

distribution or marketing i ico hy

conditions laid down in egulatio
a person, whether naturalferson or legal entity, who applies his own
e or his corporate or business name to the goods that he produces or
ibutes, to the services that he renders or to his places of business,

or who uses.it.aspart of his trade name, provided that he applies it in the

form in'which he is accustomed to using it and that it has features that

clearly distinguish it from a homonym already registered as a mark or
published as a trade name.

jtimate products to which
any person for use,
pursuant to the terms and
under this Law;

The carrying out of any activity provided for in this Article shall not
constitute either an administrative infringement or an offense within the
meaning of this Law.
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Art. 93. Marks shall be registered in relation to specific products or
services according to the classification provided for in the regulations
under this Law.

Any doubt as to the class to which a given product or service belongs %
shall be settled finally by the Institute.

Art. 94. Once a mark has been registered, there may be no incre inihe
number of products or services that it protects, even where they Rglong to
the same class, but it may be restricted to certain products ors es as

often as requested. q

In order to protect a product or service subsequently wifra previo
registered mark, it shall be necessary to effect a ne

Art. 95. The registration of a mark shall h rm ef 10/years from the
filing date of the application, which ma Qa)ewed fo _er_iOds of the same
duration. '

Chapter Il ‘ )
Collective Marks Y’ \

Art. 96. Legally incorp d assocjdtions or groups of producers,
manufacturers, traders or prdv__id of’services may apply for registration
collective mark to distingutSh-the products or services of their
bers on the market from those of third parties.

Artr9/7. The.rulesfor the use of a collective mark shall be filed with
the application for the said mark.

Art. 98. The collective mark may not be transferred to third parties, and
its use shall be reserved for association members.

In the absence of special provisions, collective marks shall be governed
by the provisions of this Law that relate to marks.

www.macotela.com.mx www.macotela.com.mx




10

15

20

25

30

35

37

MEXICO

Chapter I
Advertising Slogans

Art. 99. The exclusive right to use an advertising slogan shall be
obtained by the registration thereof with the Institute.

Art. 100. Sentences or statements whose purpose is to make comm & ;

industrial or service establishments or businesses, products or seryj
known to the public so that they may be distinguished from other
same kind shall be considered advertising slogans. e

Art. 101. If the purpose of the advertising slogan is to
products or services, those products or services sh

application for registration.

Art. 102. If the purpose of the advertisin IS to.pubficizera
certain establishment or business, of w
included in a special complementar
in the regulations under this Law. |
protect products or services, eyen
establishment or business. Y’

Art. 103. The registrati anady, tising slogan shall have a term of
10 years from the filing date-ef thg’application, which may be renewed for
iods of the same duration.

104. In the absence of special provisions, advertising slogans shall
be governed.by the provisions of this Law relating to marks.

Chapter IV
Trade Names

Art.105. The trade name of an industrial, commercial or service firm or
establishment and the right to its exclusive use shall be protected without
the necessity of registration. The protection shall cover the geographical
area of the actual clientele of the firm or establishment to which the trade
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name is applied, and shall extend to the entire Republic if the name is
widely and consistently publicized at the national level.

Art. 106. Any person using a trade name may apply to the Institute for its
5 publication in the Gazette. Such publication shall produce the effect of %
establishing a presumption of good faith in the adoption and use of the(&

trade name.

Art. 107. The application for publication of a trade name shall basfj eg
10 in writing with the Institute together with the documents that % e
effective use of the trade name in connection with a certah%e'a f

business. @

Art. 108. Once the application has been received agt%
15 requirements have been met, a substantive exa
determine whether there exists any identi nfusingly’similar name

that is applied to the same area of busj&“3 e registgation. of which is

pending or which has been publishe jer, or an {dentical or confusingly

similar mark the registration of whi pending @f which has already been
20 registered, protecting identical @r siilar prod' ts.or services related to

the principal business of the'¥ r establighment involved. If there is no

anticipation, publication ??ceed. '

Art. 109. Trade names thatlack €lements distinguishing the firm or
25 iness involved from others 6f.the same kind, and those that violate such
isions contained in Article 90 of this Law as are applicable, shall not
ublished.

Art. 110. The effects of publication of the trade name shall last for 10
30 “years from the filing date of the application, and may be renewed for
periods of the same duration. If not renewed, the effects shall cease.

Art.111. Unless otherwise provided, the transfer of a firm or

establishment shall include that of the right to the exclusive use of the
35 trade name.
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Art. 112. In the absence of special provisions, trade names shall be
governed by such of the provisions of this Law relating to marks as are
applicable.

5 Chapter V

Registration of Marks &

Art. 113. For the registration of a mark, an application containing tje
following particulars shall be filed in writing with the Institute: Y"

10
I. name, nationality and address of the applicant; q

[. the distinctive sign constituting the mark, with a ﬁ‘r}%h)of whejher
it embodies a verbal element or no such element or ree-dimghsional or

15  mixed:; YW

[ll. the date of first use of the mark, whi y not be gubsequently
modified, or a mention that it has notye®g used:in e absence of any
information, it shall be presumed t e mark has not been used,

20 /s
IV. the products or service ichithe pdarkis to be applied;

V. all other particularﬁ&jed for j

25 A 114. The application for régistration of a mark shall be accompanied
roof of payment of the fees payable for processing of the application,
tration and the issue of the relevant title, and copies of the mark

where it.is.devoid of verbal element, three-dimensional or mixed.

the regulations under this Law.

30 Art. 115. The copies of the mark filed with the application shall contain
no words or captions that might deceive or mislead the public. When an
application is filed for the protection of a mark without any verbal element
or a three-dimensional mark, the copies of the said application shall not
contain any words that constitute or might constitute a mark, except where

35 an express reservation to that effect is included.

www.macotela.com.mx www.macotela.com.mx




40

MEXICO

Art. 116. Where the mark is applied for in the name of two or more
persons, the rules agreed upon between the applicants regarding the use and
licensing of the mark and the transfer of rights in it shall be filed
together with the application.

Art. 117. When the registration of a mark is applied for in Mexico within Q/%
the periods specified in international treaties or, failing that, within six &
months of the filing of applications in other countries, the filing date%
the country of first filing may be recognized as the priority date Y"

10
Art. 118. For the priority referred to in the foregoing Artic
recognized, the following requirements shall be met: @

l. the priority must be claimed, and proof given of t)geé
15 and filing of the application in that country, on a for re

Il. the application filed in Mexico must
services additional to those providedJo
in which case priority would be rec @

20 application filed in the country gf origin;

[ll. the requirements S%Tea in-interndtional treaties, this Law and

the regulations under it
the application;

25 .
‘ [repealed].

Art:119. Once the application has been received, it and the documentation
filed shall be subjected to an examination of form to determine whether the
30 ““requirements specified in this Law and in the regulations under it are met.

Art. 120. [Repealed]

Art. 121. If at the time of filing the application meets the requirements
35 of Articles 113, subparagraphs I, Il and 1V, 114, 179 and 180 of this Law,
that date shall be the filing date thereof; otherwise the date on which the
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requirements are met within the prescribed time limit shall be so
considered.

The filing date shall determine precedence between applications.

The regulations under this Law may provide for other means whereby @3
applications and other submissions may be filed with the Institute.

Art. 122. On completion of the examination as to form, a substagfive
10 examination shall be made to determine whether the mark is gli§i for

registration under this Law. q

If the application or documentation submitted doesgot
or regulatory requirements, if there is any impedime the regj
15 of the mark or if there are anticipations, the Insti%&shall inf
applicant accordingly in writing, allowing hj lod ‘of t
which to rectify the errors or omissions as co
whatever statement best serves his jdteNsts in relagitn to’'the impediments
and the anticipations cited. If the a nt does pOtrespond within the
20 time allowed, his application sh@ll b considey€d abandoned.

Art. 122bis. The person %ed shafl be allowed an additional period of
two months within whic omply with the requirements referred to in the
foregoing Article without having tg’request it, subject to proof of payment

25 e appropriate fees within &@month of compliance.

said further period shall be counted from the day following that of
the expiration.of the two-month period provided for in Article 122, above.

30 The application shall be considered abandoned if the applicant fails to
comply with the requirements specified within the initial period or the
additional period referred to in this Article, or fails to provide proof of
payment of the appropriate fees.

35 Art. 123. If the applicant, on responding within the time allowed for
remedying the legal impediment to registration, alters or replaces the mark,
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that mark shall be subjected to renewed processing, with the applicant
having to pay fees as for a new application and meet the requirements of
Articles 113 and 114 of this Law and such of the regulations under it as are
applicable. In that event the date on which the renewed processing is

5 applied for shall be considered the filing date.

Art. 124. If the impediment relates to the existence of one or more & ;

registrations of identical or confusingly similar marks and if invalida;%
revocation or cancellation proceedings are pending at the requesiQf a»party
10 or ex officio, the Institute shall suspend the processing of the Igation

until the said proceedings are ruled upon. %'
Art. 125. Once the application has been processed@% legal
regulatory requirements have been complied with, th@s#fle shall € issued.
15 '
Where the Institute refuses registration o <, | inform the
applicant in writing and state the reasonk unds underlying
its decision. & : '

20 Art. 126. The Institute shall isgue 3 certificatg/for.each mark as proof
of its registration. The certifi e a specimen of the mark
and shall specify the follo\Wpox '

. registration number of the:r_na

25 :
istinctive sign constituting the mark, mentioning whether it is
al, non-verbal, three-dimensional or mixed;
Ill. praducts or services to which the mark will be applied;
30

IV. name and address of the owner;
V. location of the establishment, where applicable;

35 VI. filing date of the application and dates of recognized priority, first
use if any and issue;
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VII. term of the mark.

Art. 127. Decisions on registrations of marks and on renewals shall be
5 published in the Gazette.

Art. 128. The mark shall be used on the national territory in the form i ;
which it was registered or with only such modifications as do not al

distinctive character.
10 EI )

Art. 129. The Institute may declare the registration and ug®of marks
mandatory in respect of any product or service, or pro@gulate e
use of marks, registered or not, either ex officio or a@ uest of
representative organizations, when:

15 Yr
l. use of the mark is a factor associated v opolistigZor
oligopolistic practices or unfair competifi ich-causg’serious

distortions in the production, distribytiongg marketing of certain products

or services;
20 gﬁ .
Il. use of the mark impede% icient diStribution, production or
i%es; '

marketing of goods and

[ll. use of marks prevents, h:a_m rsar increases the cost of the
25 uction and supply of staple goods or services and their distribution to
ublic in cases of national emergency and for as long as such emergency
ists.

The said declaration shall be published in the Diario Oficial.
30
Art. 130. If for three consecutive years a mark is not used for the
products or services for which it was registered, there shall be grounds for
thelapse of the registration thereof, except where the owner or registered
licensee has used it during the three consecutive years immediately prior to
35 the filing of the request for the administrative declaration of lapse, or
where a situation has arisen that is beyond the control of the owner of the
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mark and constitutes an obstacle to the use thereof, such as the restriction
of imports or other government requirements applicable to the goods or
services to which the mark is applied.

5 Art. 131. The display of the legend "registered trademark" ['marca %
registrada"], the letters M.R. or a circled letter R may be used only in :Q/

connection with the products or services for which the mark in questio

registered. é
10 Art. 132. [Repealed] & .\. Z

Art. 133. The renewal of the registration of a mark sh
the owner six months prior to the expiration of its ter
Institute shall nevertheless process requests that ar

15  of six months following the expiration of the ter i ioff. Once
that period expires without any request for

registration shall lapse. &

Art. 134. Renewal of the registrat a mark shall proceed only if the
20 person concerned submits p@of paym it of the appropriate fees and
makes \ R
a sworn statement in writ gzsting hjg use of the mark on at least one
of the goods or service hich-it-ig“applied, such use not having been
interrupted, without just causé,_ fg@'a period equal to or longer than that
25 ided for in Article 130 of thiS Law.

135. If one and the same mark is registered to protect particular
goods or.services, there need only be justification for renewal of any of
those registrations for the use of the mark to have effect on and to benefit

30 rall'the registrations, subject to submission of proof of payment of the
corresponding fees.

Chapter VI
Licensing and Assignment of Rights
35
Art. 136. The owner of a registered or pending trademark may, by
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agreement, license one or more persons to use the mark in relation to all or
some of the goods or services to which the said mark applies. The license
shall be registered with the Institute in order to be binding on third

parties.

Art. 137. For a license to be registered with the Institute, it shall be @3
sufficient to file the corresponding application in the manner specified i

the regulations under this Law.

One submission may be made to

request registration of the&r; ing of
rights in two or more pending applications in two or more ggistefed mar
when the licensor and licensee are the same in all of t % [

shall identify each of the applications or registrationg/in regpect of

the entry is to be made. The corresponding fees sha paid ag€ording to

the number of applications or registrations invol%y

Art. 138. There shall be grounds fors@ of th

license in the following cases:

I. when it is jointly applied for @De OWNET'Q

licensed user; Y’

[l. owing to invalidity, tion-or

the mark, or where the marks.in
i t granted;

when a court order so rules.

registration of a

he mérk and the

ncellation of the registration of
estion were pending and their registration

Art. 139. The products sold or the services rendered by the licensee shall
be of the same quality as those manufactured or rendered by the owner of the
mark. Moreover, those products or the establishment in which the services
are rendered or contracted for shall state the name of the user and any
other particulars required by the regulations under this Law.

Art. 140. The person holding a license registered at the Institute shall,
unless otherwise stipulated, be empowered to institute legal action for the
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protection of the rights in the mark as if he were the owner.

Art. 141. Use of the mark by the user holding a license registered with
the Institute shall be considered made by the owner of the mark.

5
Art. 142. A franchise shall exist when, together with the licensing of the Q/%
use of a mark, know-how is transferred or technical assistance provid
that the person to whom the license is granted can produce or sell r
provide services consistently according to the operating, commengial and
10 administrative methods established by the owner of the marki m that

the quality, prestige and image of the products or service tinduished
the said mark may be maintained.

The franchisor shall provide the prospective franchge), prior t

15 signing of the corresponding agreement, with th%ﬁevant infefmation on the
state of his firm, as provided in the regulatj upter this '

The provisions of this Chapter shalle%pplicable’ the registration of

franchises.

20
Art. 143. The rights derivin g)an'app' ation for the registration of
a mark or those conferre %Qr'egister mark may be encumbered or
transferred in the mann d aceorgfng:to the procedures laid down in
ordinary legislation. Such eneumpfance or transfer of rights shall be
25 aregistered with the Institute asfrevided in the regulations under this Law
enforceable against third parties.

A'single submission may be made to request registration of the transfer of
ownership of two or more pending applications or two or more registered
30 ““marks when the person transferring them and the person acquiring them are
the same in all cases. The applicant shall identify each of the applications
or registrations in respect of which the entry is to be made. The
corresponding fees shall be paid according to the number of applications or
registrations involved.
35
Art. 144. When legal entities are merged it shall be understood that,
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unless otherwise stipulated, all trademark rights are transferred.

Art. 145. For the purposes of their transfer, the registrations of the
marks of one and the same owner shall be considered linked when the said
5 marks are identical and protect similar products or services, or are

confusingly similar and applied to the same or similar products or Seth@j
S

Art. 146. When the owner of the registrations of two or more Iinke@
considers that there will be no confusion in the event of one of thegg b®ing
10 used by another person for the products or services to which% rk
concerned is applied, he may apply for the removal of the jfkage. The
Institute shall make the appropriate final ruling.

Art. 147. The transfer of any of the linked marks shgt?e registgfed only
15 when all of them are transferred to the same pe@y -

Art. 148. When registration is sought fg ransfer of a registered or
pending mark that has been the subjectW earliet, upfegistered transfers,
those earlier transfers shall Iikewis registeregfwith the Institute.

20 ‘ )
Art. 149. [Repealed] Y’
Art. 150. The Institute refuse jHe registration of a license or
transfer of rights where the regisratiori of the mark is not in force.
25

pter VII
lidity, Lapse and Cancellation
of Registration

30 Art. 151. The registration of a mark shall be invalid when:

l. it Is granted in violation of the provisions of this Law or that which
was in force at the time of registration.

35 Notwithstanding the provisions of this subparagraph, the invalidation
action may not be based on a challenge to the legal representation of the
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applicant for the registration of the mark;

Il. the mark is identical or confusingly similar to another that has been
used in the country or abroad prior to the filing date of the application in
5 respect of the registered mark and has been applied to the same or similar %
products or services, provided that the person who asserts the stronger @
right by virtue of prior use proves uninterrupted use of the mark in the &
country or abroad prior to the said filing date or, where applicable, @
to the date of first declared use by the person who has registerecy

10 & .\5
[ll. the registration was granted on the basis of particulam%n't ned in

the application that were false; @

IV. the registration was granted in error, by mistakeXer’owing tg’a_

15 difference of judgment, there being another regi?ion in for,
considered infringed because it is that of cal ar confusingly
similar mark applied to identical or sirr:{ ryices or

V. the agent, representative, Iicer distribytor.of the owner of a
20 mark registered abroad appliesf{for and securgé the registration of the said
mark or of a confusingly si ark in his”own name without the express
consent of the owner of tRgforeign‘mark; in which case the registration
shall be regarded as ha been.effécted in bad faith.

25 dapalidation proceedings undeft this Article may be instituted within a
d of five years from the date on which the publication of the
tration in the Gazette becomes effective, with the exception of actions
under subparagraphs and V, which may be instituted at any time, and under
subparagraph I, which may be exercised within a period of three years.

30
Art. 152. The registration shall lapse in the following cases:
I-'when it is not renewed as provided in this Law;
35 [l. when the mark ceases to be used during the three years immediately

prior to the request for an administrative declaration of lapse, except
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where there are reasons for the non-use that are justified in the opinion of
the Institute.

Art. 153. There shall be grounds for cancellation of the registration of a
mark if its owner has caused or condoned its transformation into a generic %
name denoting one or more of the products or services for which it was
registered in such a way that, in the commercial circles and in the cour;
of its generalized use by the public, the mark has lost its distinctive%
character as a means of distinguishing the product or service to wlichyit is

applied. & .\.

Art. 154. The owner of a registered mark may at any tj %yvriting,
request the cancellation of the registration thereof. The If$titute m
require authentication of the signature on the requestrthe cas
for in the regulations under this Law.

provided

Lapse as referred to in Artic

require an administrati@

Title V
ellations of Origin

raph I, of this Law shall not
e part of the Institute.

pter |
Protection.of Appellations of Origin

Art. 156. An appellation of origin shall be understood to be the name of a
geographical region of the country that is used to designate a product
originating therein whose quality or characteristics are due exclusively to
the'geographical environment, including both natural and human factors.

Art. 157. The protection that this Law affords to appellations of origin
begins with a declaration issued to that effect by the Institute. lllegal
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use of the same appellation shall be punished, including that in which it is

accompanied by indications such as "kind," "type,

style,

imitation" or

other similar terms that create confusion in the mind of the consumer or

imply unfair competition.

Art. 158. The declaration of protection of an appellation of origin shall @3
be made ex officio or at the request of any person who demonstrates e
has a legal interest therein. The following are considered to have a

interest for the purposes of this Article:

l. natural persons or legal entities directly involved in the%c%on,

production or manufacture of the product or products tq%

appellation of origin;

[l. chambers or associations of manufacturers

[ll. Federal Government agencies or{&t‘%;\en)d

states of the Federation. :

ered by the

O

the

ducers;

vernments of the

Art. 159. The application for afdeclaration of gfotection of an
appellation of origin shall be in writing and'be accompanied by the
evidence on which the appljcation relies/ and shall specify the following:

l. name, address and nationality/6f the applicant; if a legal entity is
invelved, its nature and the ac#vities in which it is engaged shall also be

tioned;
lI-legal.interest of the applicant;

Ill"name constituting the appellation of origin;

IV. detailed description of the finished product or products that will be
covered by the appellation, including characteristics, components, methods
of extraction and production or manufacturing processes. The official
standards laid down by the Secretariat of Trade and Industrial Development
to which the product, its method of extraction, its manufacturing or
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production processes and its forms of packing or packaging are subject shall
be stated when they determine the relation between the appellation and the
product;

5 V. place or places of extraction, production or manufacture of the product %
to be protected by the appellation of origin, and boundaries of the

territory of origin, due account being taken of geographical features aé& ;

political divisions;

10 VI. detailed mention of the links between the appellation, the pxoduct and

the territory; q

VII. any other information considered necessary or(e!e1 t by th
applicant.

15
Art. 160. Once the request has been recei
of the corresponding fees has been n examipéation shall be made of
the (’{ ; '
information and documents submi

20 - :

If, in the opinion of the Inst c#e docupients filed do not meet the
legal requirements, or if t %insufﬁ ent for the understanding and
analysis of any of the e nts'of,the’application, the applicant shall be
required to make the necessér__y rifications or additions, for which

25 ose he shall be allowed aeriod of two months.

e applicant does not meet the requirement within the time allowed,
the'application'shall'be considered abandoned, but the Institute may ex
officio continue the processing thereof under this Chapter if it considers

30 "such'action appropriate.

Art. 161. When the documents filed meet the legal requirements, the
Institute shall publish an extract from the application in the Diario
Oficial.

35
If the procedure is initiated ex officio, the Institute shall publish in
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the Diario Oficial an extract from the submissions and particulars required
under Article 159, subparagraphs Il to VIl inclusive, of this Law.

In both cases the Institute shall allow a period of two months from the
5 date of publication for any third party who justifies his legal interest to %
make observations or objections and provide such proof as he conside;sgA'Q/

relevant.

Art. 162. All types of evidence shall be acceptable under this C t§

10 with the exception of personal statements and testimonials. rﬁzﬂimon
shall be the responsibility of the Institute or of such other on-as the
latter may designate. The Institute may at any time pri t% i
make such investigations as it considers appropriatgan
elements as it considers necessary.

15

Art. 163. Once the period referred to in _ isAaw has

elapsed and once the investigations h d the tests completed,
the Institute shall hand down the ap ate ruling. '

20 Art. 164. If the ruling referred @ e foreg Y g-Article grants
protection to an appellation 101n, the Ipstitute shall make the formal
declaration and shall pro ?o‘publis t in the Diario Oficial. The
declaration by the Instit ranting pfotection to the appellation of
origin shall determine finally-the gféments and requirements provided for in
25 igle 159 of this Law.

165. The duration of the declaration of protection of an appellation
oforigin.shall.be determined by the subsistence of the grounds on which it
was made, and it shall cease to be effective only by virtue of another

30 "declaration by the Institute.

Art. 166. The terms of the declaration of protection of an appellation of
origin'can be amended at any time, either ex officio or at the request of an
interested party, in accordance with the procedures laid down in this

35 Chapter. The relevant request shall state what is required by Article 159,
subparagraphs I to Il inclusive, of this Law and give a detailed account of
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the amendments requested and the grounds on which those amendments are
based.

Art. 167. The Mexican State shall be the owner of the appellation of
5 origin. It may only be used by virtue of authorization issued by the

Institute. &A@%

Art. 168. The Institute, acting through the Secretariat of Foreign %
Affairs, shall process the registration of appellations of origin in ragpe

10  of which a declaration of protection has been made under thi mh a
view to securing their recognition abroad in accordance wig#f§intetational
treaties.

Chapter Il
15 Authorization of Use

20 ‘ ) - '

l. being directly engaged ir@ xtraction¢praduction or manufacture of
the products protected by\WgeYappellatior of origin;

[l. engaging in such activity Wit i thesterritory specified in the

25 ration;

complying with the official standards set by the Secretariat of Trade
and'Industrial. Development pursuant to the relevant laws as applied to the
products involved;
30
IVV. any other person or entity specified in the declaration.

Art.170. The application for authorization to use an appellation of

origin shall contain the particulars and be accompanied by the documents
35 specified in the regulations under this Law.

www.macotela.com.mx www.macotela.com.mx




54

MEXICO

Art. 171. On receiving the application for authorization to use an
appellation of origin, the Institute shall proceed as provided in Article
160 of this Law and, if the legal requirements are met, it shall proceed to
grant the authorization.

shall have a duration of 10 years from the date of filing with the
Institute, and may be renewed for equal periods. é

Art. 172. The effects of the authorization to use an appellation of origi:gA'Q/,3

10 Art. 173. The user of an appellation of origin shall be boundﬂg itin
the form in which it is protected according to the declarati%ﬁ'l not

used in the form specified, there shall be grounds for ¢
authorization.

15 Art. 174. The right to use an appellation of orig
Institute, after proof has been given Q

and requirements laid down by thi forthe
20  appellation of origin.

nt of the right to use the

Art. 175. The authorize % an_apgellation of origin may himself, by
agreement, allow the u f thetappgflation, but only by those persons who
distribute or sell products bearingMis marks. The agreement shall be

25 5amnctioned by the Institute and/shall become effective on registration by

The agreement shall contain a clause placing the distributor or trader
under the obligation to comply with the requirements laid down in Article
30 77169, subparagraphs Il and IV, of this Law and those in the regulations
under it. Should the distributor or trader fail to meet this obligation,
there shall be grounds for cancellation of the registration.

Art. 176. The authorization granted to the user of an appellation of
35 origin shall cease to operate under the following circumstances:
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l. invalidity, in any of the following cases:
(a) when it has been granted in violation of the provisions of this Law,

5 (b) when it has been granted on the basis of false information and

documents; &

ll. cancellation, when the authorized user uses the appellation of 9%
in a manner different from that specified in the declaration of protggtiow;

10 & .\l
[ll. expiration of its term.
%

Art. 177. Administrative declarations of invalidity arQ ellation
be made by the Institute ex officio, or at the request party o,
15  Federal Public Prosecutor. YW

Art. 178. In addition to the publication
declarations issued and authorizatig
any act that puts an end to the eff

20  with an appellation of origin, sr@ publish '

Title Vbis t
Layout Designs of Inte d Circyj

25 JAri. 178bis. The layout desig' S ef’integrated circuits shall be registered
protected in accordance with this Title. To that end the Institute shall
the following powers:

in.the Gazette.

I. to consider and where appropriate to grant the registration of layout
30 “designs of integrated circuits, and also the registration of transfers and
licenses for the use and exploitation thereof, in accordance with this Law
and the regulations under it;

Il. to conduct the proceedings for the administrative declaration of
35 infringement, invalidity or lapse in connection with the registration of
layout designs of integrated circuits, to issue the rulings to which the
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said proceedings give rise and to impose such sanctions as may be
appropriate; and

[ll. where not agreed between the parties, to set the amount of the
royalties referred to in the second paragraph of Article 178bis.5.V, of this %
Title.

Art. 178bis.1. For the purposes of this Title: ég

l. "Integrated circuit" means a product, in its final form or anﬂ
intermediate form, in which the elements, at least one of t béin
active element, and some or all of the interconnections,%%
formed in and/or on a piece of semiconductor mater@

to perform an electronic function; _

[I. "Layout design" or "topography" mean w;e_e-dim sional
disposition expressed in any of the elery rm, atleast one of them
being an active element, and some gffaMgf the integgonnections of an

integrated circuit, or such a three- @ sional digposition designed for an
integrated circuit intended for n@acture;

[ll. "Protected layout de '(Tneans ajayout design of integrated
circuits in relation to w e condij#ons.of protection referred to in
this Title are fulfilled; and /

"Original layout design" means a layout design of integrated circuits

is the result of intellectual effort on the part of its creator and is
not'usual.or.commonplace to the creators of layout designs or manufacturers
of integrated circuits at the time of its creation.

Art. 178bis.2. An original layout design shall be registrable, whether
Incorporated in an integrated circuit or not, where it has not been
commercially exploited anywhere in the world. It shall also be registrable,
even where it has been commercially exploited in the ordinary way, in Mexico
or abroad, provided that the application for registration is filed before
the Institute within the two years following the date on which the applicant
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first commercially exploited it in the ordinary way anywhere in the world.

A layout design consisting of a combination of elements or
interconnections that are usual or commonplace to creators of layout designs
or manufacturers of integrated circuits at the time of its creation shall %
only be registrable if the combination, taken as a whole, is considered
original within the meaning of subparagraph IV of Article 178bis.1 of thi
Title, and if it meets the other conditions laid down in the foregoing

paragraph. Y"

Art.178bis.3. The registration of a layout design shall ha
non-renewable term of 10 years counted from the fiIing% the
application for registration, and shall be subject to p@ of the

prescribed fee. )

Art. 178bis.4. The registration of a layout ' :shall copfere on its
owner the right to prohibit other person oing theAollowing without
his authorization: :

l. reproducing the protected lalyou ;esign infs entiréty, or any part
thereof that is considered orfgigal In itself within the meaning of

subparagraph IV of Articl@78bis:|'of thiS Law, by incorporation in an
integrated circuit or oth e; r

importing, selling or in any4form-distributing the following for
mercial purposes: '

(a)a protectedlayout design;
(b)an integrated circuit incorporating a protected layout design; or

(c) a product incorporating an integrated circuit that itself incorporates
an unlawfully reproduced protected layout design.

Art. 178bis.5. The right conferred by the registration of a layout design
shall have no effect on any third party who:
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l. reproduces a protected layout design without the owner’s authorization
for private purposes or for the sole purpose of evaluation, analysis,
research or teaching;

ll. creates a layout design that meets the originality requirement as a @3
result of the evaluation or analysis of a protected layout design referre
to in subparagraph | of this Article.

The creator of the second layout design may, without the ayth ri%ﬁon of
the owner of the first protected layout design, perform anyd%the acts
referred to in the foregoing Article in relation to the Iayq% ign

created by him; ( |

[ll. has independently created an original Iayou?sign ide
protected layout design prior to the public 0 [

Gazette. &

Anyone who seeks to avall himshis exception in an administrative
declaration proceeding shall begar the burden gf proof;

IV. performs any of the ;wﬂ‘erred to/in subparagraph Il of the
foregoing Article in rela 0 the-folldwing without the owner’s
authorization and after they h:ave eenvlawfully placed on the market in

ico or in any part of the wofld by the owner or with his consent:

a protected layout design;
(b) an integrated circuit incorporating a protected layout design; or

(c) a product incorporating an integrated circuit that itself incorporates
a protected layout design;

V. sells or in any form distributes, without the owner’s authorization, an
integrated circuit incorporating an unlawfully reproduced protected layout
design, in so far as the person who performs or orders those acts did not
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know and had no reasonable means of knowing, on acquiring the said
integrated circuit, that it incorporated an unlawfully reproduced protected
layout design.

5 As from the moment at which the third party acting in good faith receives %
sufficient notice that the protected layout design has been unlawfully
reproduced, he shall be obliged to pay a reasonable royalty such as w. b
payable under a freely negotiated license for the said layout design
view to exhausting current stocks or fulfilling orders made prior togthe

10 notification. ¢ !

The performance of any act provided for in this Articl kot
constitute an administrative contravention or offens@ the me
this Law.

: I
Art. 178bis.6. In addition to the particular %} edi fCle:38 of

this Law, the application for registration
following: &

20 |. a sworn declaration stating @ate and p' Ce.of first ordinary
commercial exploitation any% in the w@rldy or stating that there has
been no exploitation; '

[l. a graphic or photographié reproduction of the layout design; and

25 - _
‘a mention of the electronic function performed by the integrated

it in which the layout design is incorporated.

The applicant may exclude the parts of the graphic or photographic
30 ““reproduction that relate to the manner of manufacture of the integrated
circuit, provided that the parts shown are sufficient for the layout design
to be identified.

Art. 178bis.7. The registration of a layout design shall be effected in
35 accordance with such of Articles 34, 35, 38, 38bis, 39, 50 and 55bis to 60
of this Law as are applicable.
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The provisions contained in Articles 62 to 69 of this Law shall be
applicable to the transfer or licensing of the rights conferred by the
registration of a protected layout design. The grant of compulsory licenses

5 shall not be appropriate.

Art. 178bis.8. The registration of a protected layout design shall be n ;
and void where it has been granted in violation of the provisions of Audi
178bis.2 of this Title, the provisions of Articles 78 to 81 of this Lav

10 being applicable as appropriate. & .\.

Art. 178bis.9. For the purposes of Article 229 of this L@cted

layout designs or the integrated circuits in which the@
shall display a circled or otherwise enclosed letter M , accompanied by
15 the name of the owner, in either the full or the a%viated fopn by-which

he is generally known. ;\)

The owner of the registration of a |

third parties who, before the grant said registration, have exploited
20 the layout design without his c@psent, provid . that the said exploitation
took place after the filing da e application for registration and the
layout design concerned lies with #he provisions of the foregoing
paragraph. '
25 ghitle VI

inistrative Procedures

Chapter.|
General Rules of Procedure
30
Art. 179. Any application or submission filed with the Institute that
relies on the provisions of this Law and other provisions derived from this
Law shall be filed in writing and be written in Spanish.

35 Documents filed in a different language shall be accompanied by a Spanish
translation.

www.macotela.com.mx www.macotela.com.mx




61

MEXICO

Art. 180. The applications and submissions shall be signed by the
interested party or his representative and shall be accompanied by proof of
payment of the corresponding fees, if applicable. If any of the said

5 elements is lacking, the Institute shall simply reject the application or

submission. &Q/%

Art. 181. When applications and submissions are filed through ané
the agent shall prove his status: Y"

10 & ;
l. in a simple power of attorney signed before two witnes if the

principal is a natural person; @

Il. in a simple power of attorney signed before two Q'Jesses if AN |
15 case of legal entities, the case involves applicat?(or patents or
registrations or the registration of licenses apsfers.of ligenses.

In the latter case the power of attor,
granting it is invested with the po do so, and shall quote the
20 instrument by which that powerfis cenferred:;

[ll. in cases not covered Rgl‘orego' g subparagraph, in a public
instrument or power o ey'with duthentication of signatures before a
notary or other law officer when gAMexican legal entity is involved, the

25 alegal existence of the latter and the’powers of the grantor having also to
erified;

IV.in cases.not'covered by subparagraph I, in a power of attorney
granted under the applicable legislation of the place in which it is
30 “granted, or in accordance with international treaties where the principal is
a foreign legal entity. When in such power proof is given of the legal
existence of the legal entity in the name of which the power is granted, and
of the grantor’s right to confer the said power, the validity of the power
shall be presumed in the absence of proof to the contrary.
35
In each file processed, evidence shall be given of the legal status of the
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applicant or the party filing the submission, provided that it shall be
sufficient to submit a simple copy of the record of registration if the
power is registered in the General Register of Powers kept by the Institute.

Art. 182. When an application or submission is filed by two or more %
natural persons or legal entities, the relevant document shall specify whi

of them is the common representative. If this is not done, it shall be
understood that the first person mentioned is the common represeo@.

Art. 183. In any application the applicant shall give an addrg%aﬁe
service and receipt of notifications on the national territoryg@nd e shall

communicate any change in that address to the Instituig. notice i
given of a change of address, notifications shall be @ red to hg@’e been
legally served at the address appearing in the file.

Art. 184. Where this Law expresses peri ' Yg:i_'\'/en number of days, only
working days shall be counted; in the c erms expfessed in months or
years, the calculation shall be from ddteNg correspgiding date, with
non-working days included.

Periods shall start on the d %ing t
Publications in the Gazet Il have the effect of notifications on the
date specified in the Ga itself op/If none is specified, on the day
following that on which the Gazef# was brought into circulation.

relevant notification.

. 185. The files of patents and registrations in force, and also those

ing to published trade names and appellations of origin, shall always
be available forall'types of consultation and for use in filing
submissions.

Art. 186. Pending patent, utility model and industrial design files may be
consulted only by the applicant or his representative, or persons authorized
by the same, except when the said files are cited as anticipations to
another applicant, or where they are submitted as proof in an administrative
declaration procedure, in which case the necessary measures for the
preservation of confidentiality shall be observed.
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The staff of the Institute who intervene in the various procedures to be
conducted pursuant to this Law and the regulations under it shall be bound
to observe absolute secrecy regarding the contents of pending files, failing
5 which they shall be punished in accordance with the Federal Law on %
Accountability of Public Servants, regardless of whatever sanctions may

appropriate in such cases. The staff of public or private bodies that m§

privy to the said contents in dealings with the Institute in the course

their duties shall be under the same obligation.
10 N
Information of official character or that required by the jugi§al
authority is excluded from the foregoing. @
Chapter Il C)
15 Administrative Declaration Procedure YW

Art. 187. Requests for the administre}%%daration |_nva|'idity,

lapse, cancellation and administrativg‘cOgraventiondinder this Law shall be
examined and ruled upon accordihe procedure‘specified in this Chapter
20 and the formalities laid down infthisyLaw, and #he-Federal Code of Civil
Procedure shall be subsidiai plicable jisofar as it does not contravene
this Law. '

Art. 188. The Institute may ih_i_ti the’administrative declaration
25 edure ex officio or at the réquest of any person who has a legal
est therein and provides grounds for his claim.

Art:189. Any. request for an administrative declaration shall contain the
following particulars:

30
I. name of the requester and of his representative if any;
II.-"address for the service and receipt of notifications;

35 [ll. name and address of the other party or of his representative;
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IV. the subject of the request, expressed in clear and precise terms;
V. an account of the facts;

5 VI. the underlying legal grounds.

Art. 190. Originals or duly certified copies of the documents and & ;

statements on which the action relies shall be submitted with the re
for an administrative declaration, and the corresponding proof shgllb
10 offered. Proof submitted later shall not be allowed unless it mat&riglized

later. q

Where any document that is available in the archivgs of ¥e Instit
offered as proof, it shall be sufficient for the request specify ghe
15 file in which it is to be found and to request the i of the apprapriate

certified copy or, where appropriate, the certigcasion of thelain copy
that is submitted. _ B

S

20 toin Article 189 of this Law, thel Ins§tutecshall €all.upon him once, and
only once, to remedy the onfegi ide the appropriate
clarifications; to that end Rg.s ed a period of eight days, and,
if the requirement is no plied-wigi in‘the time allowed, the request
shall be rejected. ' '

25
request shall also be rejected for failure to submit a document
ting the requester’s status, or if the registration, patent,
authorization.or publication on which the action relies is invalid.

30 Art. 192. All types of evidence shall be allowed in the administrative
declaration procedure with the exception of testimonials and personal
Statements, unless the testimonial or statement is in documentary form, and
evidence that is contrary to morality and the law.

35 Without prejudice to the provisions of the foregoing paragraph,
evidentiary value shall be accorded, for the purposes of this Law, to
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invoices issued and inventories drawn up by the owner or his licensee.

Art. 192bis. For the substantiation of facts liable to constitute a
violation of any one or more of the rights protected by this Law, or in
administrative declaration procedures, the Institute may avail itself of

such elements of proof as it considers necessary. (&3

Where the affected owner or alleged infringer has submitted a suﬂ%

amount of that proof to which he could reasonably have access i ort of
his claims and has specified the relevant proof to substantiat‘q clai
that is in the possession of the opposing party, the Institutg*fpay order th
latter to submit the said proof, subject, where approprig¢e xtsuch
conditions as will guarantee the protection of confidghtial ¥Wiformati

Where the affected owner or alleged infringer %ve
fails to provide relevant proof in his posse im’a reasopable time, or
significantly obstructs the procedure, thg
preliminary and final rulings, either fadorle or advefse on the basis of
the proof submitted, including the @ ents _putforwvard by the person
adversely affected by the denig{ of access10 jHe proof, on condition that
the parties concerned are gi M relation to the arguments and
to the proof submitted. '

Art. 192bis.1. Where the subjecyfmatter of the patent is a process or the
ufacture of a product, the &lleged infringer shall, in the procedure for
dministrative declaration of infringement, prove that the said product

een manufactured according to a process different from the patented
process.where:

I.'the product obtained using the patented process is new;
Il. there is a significant probability that the product has been
manufactured using the patented process and the owner of the patent has not

succeeded, in spite of having attempted, to establish what process actually
was used.
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Art. 193. On accepting the request for an administrative declaration of
invalidity, lapse and cancellation, the Institute shall notify the owner
concerned accordingly, allowing him a period of one month within which to
make, in writing, whatever statement best serves his interests. Procedures

for the administrative declaration of infringement shall

conform to the %
provisions of Articles 209, subparagraph IX, and 216 of this Law. The

notification shall be made at the address given by the
administrative declaration.

Art. 194. When it has not been possible to make the

notificﬂ erred
to in the foregoing Article on account of a change of addr whether th
specified by the requester or that found in the relevant f %’

address is not known, the notice shall be served at tfie expense of

person requesting the measure by publication, once
Diario Oficial and in a major national newspapewye

an extract from the request for administratj eglaration

one month shall be specified for the ow, cerned
statement best serves his interests. ‘{ '

Art. 195. In the administrative (declaration pr' edure
ruled upon previously shall examin

appropriate finding is hanQgd own.

Art. 196. When the Institute-initi
ieio, notice shall be served

party requestin (& ;

the ne

only onee, in the
publicatton.shall show
d a’period of
make whatever

issues specially

, but will be settled when the

esdhe administrative declaration ex
| the'owner concerned, or where applicable

e alleged infringer, at the address specified in the relevant file and,
change has occurred without notification of the Institute, by

publication.as provided in Article 194 of this Law.

Art. 197. The document in which the owner concerned, or where applicable
the alleged infringer, makes his statements shall contain:

I.-"the'name of the owner concerned or alleged infringer and that of his

representative if any;

Il. the address for the service of notifications;
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[ll. exceptions and defenses;

IV. statements on or rebuttals of each of the points in the request for an

5 administrative declaration; %
The provisions of Article 190 of this Law shall apply to the filing %&5

V. legal grounds.

10 aforesaid document and the submission of evidence.

Art. 198. When the owner concerned, or where applic%h allege
|

infringer, is unable to submit all or part of the eviden@
allowed, owing to the evidence being abroad, he ma

15 period of 15 days for its submission, provided th propos
document and makes a statement to that t.

20 period referred to in the foregoifig Ayticle, havy, expired, following a study
of applicable precedents an considerafion of all the evidence, the
appropriate administrativ Vg;shall handed down and the parties
concerned shall be noti ccordingly at'the addresses mentioned in the
file, or where necessary by piJ_in tion’as provided in Article 194 of this

25

he case of procedures for the administrative declaration of
infringement, the"'same ruling shall likewise impose the sanction where one
is appropriate.
30
Art. 199bis. In administrative declaration procedures relating to the
violation of any of the rights protected by this Law, the Institute may do
the following:

35 |. order the withdrawal from circulation or ban the distribution of
merchandise that infringes such rights as are protected by this Law;
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Il. order the withdrawal from circulation of:

(a) objects manufactured or used illegally,

5 %
(b) objects, wrappers, containers, packaging, paperwork, advertising @
material and similar articles that infringe any of the rights protected by &
this Law, é
10 (c) signs, labels, tags, paperwork and similar articles that infi ny

of the rights protected by this Law, q

(d) implements or instruments intended or used forgthe
production of any of the articles specified in items (at
15 above;

I1l. prohibit, with immediate affect, the Q@l of.the goods by

which one of the rights protected by tflis\aw is Viol:

20 IV. order the seizure of goodsf which shall't Ke placé in accordance with
the provisions of Articles 21 2bis.2; '

V. order the alleged in er or-thip, parties to suspend or discontinue
acts constituting a violation of.the rovisions of this Law;

25 > _
‘order the suspension of the rendering of the service or the closing of

stablishment where the measures provided for in the foregoing
subparagraphs-are not sufficient to prevent or avoid the violation of the
rights protected by this Law.

30
If the product or service is on the market, the traders or the providers
of the service shall be under the obligation to abstain from disposing of
the product or rendering the service as from the date on which the ruling is
notified to them.
35

Producers, manufacturers and importers shall be under the same obligation,
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as shall their distributors, who shall be responsible for immediately
recovering any goods that are already on the market.

Art. 199bis.1. Before ordering the implementation of the measures referred
5 toin the foregoing Article, the Institute shall call upon the petitioner

&

l. prove his ownership of the rights and any of the following é

circumstances:
10 & .\. Z

1.. the existence of a violation of his rights, k

(b) the imminence of the violation of his rights,

15 ? -
(c) the existence of the possibility of irrep, :&9 amage elng

sustained,

(d) the existence of a justified fea@ ewdenc mlght be destroyed,
20 concealed, lost or altered; X

Il. provide sufficient sec cover y damages that might be caused
to the person against w he Megsure. IS sought;
25 alllgprovide the necessary infc ma_tibn for the identification of the

S, services or establishments with which or in which the violation of
trial property rights has been committed.

A person against whom the measure has been granted may provide
30 “counter-security to cover any damages that might be caused to the party
seeking it, with a view to having it lifted.

The Institute shall take due account of the seriousness of the
infringement and the nature of the measure sought when deciding to
35 implement
it and determine the amount of the security and counter-security.
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Art. 199bis.2. A person against whom any of the measures referred to in
Article 199bis of this Law has been ordered shall have a period of 10 days
within which to submit to the Institute any observations that he might have

5 regarding the said measure.

The Institute may amend the terms of the measure that has been ad i;
the light of any observations made to it.

10 Art. 199bis.3. The party requesting the provisional measure@ éd to
in Article 199bis shall be liable for the payment of damagegaused to the,
person against whom they have been carried out When@

l. the final ruling handed down on the merits of the Qr,ute findgthat
15 there has been no violation or threat of violationWe rights of the
party seeking the measure; '

Il. precautionary measures have b uested; afid the petition or
request for administrative declarati infringer€nt has not been filed
20  with the competent authority orfthe jnstitute opr'the substance of the
dispute within a period of 2 countedArom the implementation of the
measure. '

Art. 199bis.4. The Institute-shalland over to the person concerned any
25 )eeurity or counter-security that may have been deposited when the procedure
dministrative declaration of an infringement is settled.

Art:199bis.5. The Institute shall, in the final ruling on the
administrative declaration of infringement, decide on the lifting or
30 ““confirmation of the measures adopted.

Art. 199bis.6. It shall be ensured, in any provisional measures ordered,
that'they do not serve as the means of violating industrial secrets or
engaging in acts that constitute unfair competition.

35
Art. 199bis.7. The requesting party may only use the documentation
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relating to the application of provisional measures to institute the
appropriate proceedings or for inclusion in files pertaining to pending
procedures, and shall be prohibited from using it, disclosing it or
communicating it to third parties.

infringement the Institute shall at all times seek to reconcile the
interests of those involved.

Chapter 1l & .\l 2

Appeal for Reconsideration q

Art. 200. An appeal for reconsideration may be magle ag®inst a d
refusing a patent or utility model or industrial design stration At
shall be filed with the Institute in writing within a?;’nd of 30 gays/from

the date on which notice is given of the rel t yuling.. The’appeal shall
be accompanied by the documentatio(n{‘%jhg its Te

Art. 199bis.8. In the procedure for the administrative declaration of (6/3

Art. 202. If the ruling IS by:-the Jstitute rejects the appeal, that
fact shall be communicated-te theappellant in writing and published in the
tte. When the ruling is in the,appellant’s favor, the procedure
ified in Article 57 of this Law'shall apply.

Title VI
Inspection, Administrative Infringements
and Sanctions, and Offenses

Chapter |
Inspection

Art. 203. In order to verify compliance with the provisions of this Law
and other provisions derived therefrom the Institute shall carry out
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inspections and monitoring according to the following procedures:

l. requests for reports and information;

[l. inspection tours.

Art. 204. All persons shall be under the obligation to provide the
Institute, within a period of 15 days, with such reports and informatk%
ofthe

&

are requested of them in writing in connection with their observa

provisions of this Law and other provisions derived therefro

Art. 205. Inspection tours shall be carried out on workj %s'and d

working hours, only by staff authorized by the Instituge,
presentation of identification and the appropriate wa

non-working days and outside working order't

from being committed, in which cas specify such

authorization.

Art. 206. The proprietors o € in char
manufacture, store, distrifteor sell_pr
or provide services sha under,t

of the establishments that
ucts or offer products for sale
obligation to admit the staff holding

the warrant for making the inspegtfondours, provided that they comply with

equirements laid down in

e.foregoing Article.

207. Inspection tours shall be understood as being those conducted at
locations.where products are manufactured, stored, shipped, delivered or
marketed, or where services are rendered, for the purpose of examination of
the products or the conditions under which the services are rendered, and

the documents relating to the activity in question.

Art. 208. Every inspection tour shall give rise to the production of a
detailed record in the presence of two witnesses proposed by the person with
whom the inspection has been arranged, or by the inspector who carried it

out if the latter has refused to propose such witnesses.
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Art. 209. The record shall contain:

l. the hour, day, month and year when the inspection was carried out;

was conducted:;

Il. the street, number, locality and state of the site on which the tour (&3

the identity of the inspector;

[ll. the number and date of the warrant authorizing the inspectiokayﬁ

IV. the name and position of the person with whom thg{ipsPection toyrwas

arranged,; ( |

V. the names and addresses of the persons ac?as witnegées| whether

designated by the party visited or, failing t e inspector;
VI. a mention of the opportunity giv, e party iSited’ to exercise
ie_course of the tour;

his right to make observations to t pector)ir

VII. information on the con the tou

VIII. a statement by t@y visite

“if he'wished to make one:

a mention of the opportunity givén to the party visited to exercise

ight to confirm in writing the observations that he made at the time of

our, and to make additional observations on the making of the records
within a. period of 10 days;

X.the names and signatures of the persons who took part in the tour,
including the inspector, and where applicable a mention that the party
visited refused to sign the record.

Art. 210. When making observations either during the tour or in writing,
the parties visited may offer proof relating to the facts contained in the
record.
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Art. 211. If in the course of the visit irrefutable proof is provided of
any of the acts having been committed or the events having occurred that are
provided for in Articles 213 and 223, the inspector shall, as a
precautionary measure, confiscate the products with which such infringemen%
or offenses were presumably committed, and shall make an inventory of
goods confiscated, which shall be mentioned in the record of the insp g
the person in charge or the proprietor of the establishment in which
were found being designated as depositary if the said establish t s
fixed premises, failing which the products shall be consignedo hg

Secretariat. q

If acts are involved that could possibly constitute o@ , the
Institute shall state that facts in the ruling that it issu n the

subject. YW

left yth the person
ere_the said person has

Art. 212. A copy of the inspection rec
with whom the inspection was ar
refused
to sign it, its validity being unaffect

Art. 212bis. The confiscq¥ eferred
be practiced on: _

quipment, instruments, machinery, devices, designs, specifications,
, manuals, molds, printing blocks, plates and, in general, any other
ns used in the performance or perpetration of the acts regarded in this
Law as. infringement or offenses;

in Article 211 of this Law may

Il-"boaoks, registers, documents, models, samples, labels, paperwork,
advertising material, invoices and, in general, any other material from
which elements of proof may be inferred,;

[ll. merchandise, goods and any other material in relation to which the
infringement of the rights protected by this Law takes place.
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Art. 212bis.1. In the confiscation of goods referred to in the foregoing
Article, the person or institution whom or which the party applying for the
measure appoints under his own responsibility shall be the preferred
depositary.

Art. 212bis.2. In the event of the final ruling on the substance of the @3
dispute finding that an administrative infringement has indeed been &
committed, the Institute shall decide on the fate of the confiscated gé

after hearing the parties, and in doing so shall abide by the follo
10 rules: § )

l. it shall make available to the competent judicial aut%&e goods

that have been confiscated as soon as it receives ntglce1 t the jughcial
action seeking compensation for material damage
15 and

prejudice has been initiated; \)

I1. it shall place them at the disposalb &gy person spe'cified by the
award where an arbitration proced @p as been ghosen;
20 '
[1l. it shall where appropria rding to the terms laid down
in the agreement that the r concerAled and the presumed infringer have
entered into regarding t te ofth ;

25 e in cases not included in thé foregoing subparagraphs, each of the
es concerned shall submit in"writing, within the five days following
on which they are given sight thereof, his proposal regarding the fate
of'the goods.that'have been confiscated or withdrawn from circulation or
whose marketing has been prohibited;
30
V. it shall give the parties sight of the proposals submitted in order
that they, by common consent, may decide on the fate of the said goods,
which decision they shall communicate to the Institute in writing within the
five days following that on which they were given sight;
35
VI. if the parties fail to announce in writing their agreement on the fate
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of the goods within the period allowed, or if none of the situations
referred to in subparagraphs | to 1l above, has arisen within a period of
90 days from the issue of the final decision, the governing board of the
Institute may decide on:

(a) the donation of the goods to departments and agencies of the Feder 3
Public Administration, federated states, municipal councils or public,
charity or social security institutions, provided that the public intereg%

is not affected thereby; Yy

(b) the destruction thereof.

Q&
Chapter Il C‘)Q)

Administrative Infringements and Sanctions

Art. 213. The following shall constitute a IS ;ti_ve infringements:

|. engaging in acts contrary to propgl pRectice and stom in industry,
commerce and services which a to unfaipCompetition and which relate
to '
the subject matter regulated IS Law;

[l. causing to appear a ented pyéducts goods that are not. If the
patent has lapsed or been déc__lar ‘invalid there shall be infringement after
year following the date of lapseor, where applicable, the date on which
eclaration of invalidity became effective;

Iz placing. products on sale or in circulation or offering services with
the indication that they are protected by a trademark when they are not; if
the registration of the mark has expired or been declared invalid or
cancelled, there shall be infringement after one year following the date of
expiration or, where applicable, the date on which the relevant declaration
became effective;

IV. using a mark confusingly similar to another, registered mark to
protect products or services identical or similar to those protected by the
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registered mark;

V. using a registered mark or one confusingly similar thereto without the
consent of its owner as an element of a trade name or business name, or vice
5 versa, provided that the said trade names or business names are related to %

establishments working with the products or services protected by the Kﬁ@

VI. using, within the geographical area of the effective clientele or
any part of the Republic in the case provided for in Article 105 of §Qis
10 Law, atrade name that is identical or confusingly similar to ag%é
already being used by a third party to protect an industrial g&pmntercial or
service establishment in the same or a similar field; @

VII. using as marks the names, signs, symbols, ab lations
15 referred to in Articles 4 and 90, subparagraphs wlll, IX,
X1V and XV, of this Law;

20 legal entity whose activity is thg proguction, i
goods or services identical Ol

is applied without the wri
of the person empower give-su
25 X performing, in the course 6t industrial activities or trade, acts that

use, mislead or deceive the public by causing it wrongly to believe or
me:

e owner of the registration or
consent;

(a) that a relation or association exists between a given establishment
30 ““andthat of a third party,

(b) that products are manufactured according to specifications, licenses
or-authorizations from a third party,

35 (c) that services are rendered or products sold according to
authorizations, licenses or specifications from a third party,
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(d) that the product concerned comes from a territory, region or locality
different from the true place of origin, in such a way as to mislead the
public as to the geographical origin of the product;

IX. pursuing or achieving the aim of denigrating the products or service
the industrial or commercial activity or the establishment of another p
This provision shall not apply to the comparison of products or serv;j
protected by the mark for the purpose of informing the public, propidet-that
the comparison is not tendentious, false or exaggerated withi O&ﬁaning
of the Federal Consumer Protection Law; ‘%'

XI. manufacturing or developing goods covered by@t or by
model or industrial design registration without the co t of thebwner
thereof or without the appropriate license; YW

XIl. offering for sale or bringing into cig ign goods _vere'd by a
patent or by a utility model or industgil ign(regispration in the
knowledge that they have bee nufactured .or. developed without the

consent

of the owner of the patent OW ration opAvithout the appropriate

license; '

XIll. using patented processes without the consent of the owner of the
nt or without the appropriatedicense;

. offering for sale or bringing into circulation goods that are the
result of the use of patented processes in the knowledge that they have been
used without the consent of the owner of the patent or of the person who
holds' an exploitation license;

XV. reproducing or imitating industrial designs protected by registration
without the consent of the owner thereof or without the appropriate license;

XVI. using a registered trade announcement or one confusingly similar
thereto without the consent of the owner thereof or without the appropriate

www.macotela.com.mx www.macotela.com.mx




10

15

20

25

30

35

79

MEXICO

license for the purpose of advertising goods, services or establishments
identical or similar to those to which the announcement applies;

XVII. using a trade name or a name confusingly similar thereto without the
consent of the owner thereof or without the appropriate license to

distinguish an industrial, commercial or service establishment in the sa;niQ/3

or a similar branch;

XVIII. using a registered mark without the consent of the owner%éf or
S

without the appropriate license on goods or services identicakot\. ilar to

those to which the mark is applied;

XIX. offering for sale or bringing into circulation goq@s igentical or

similar to those to which a registered mark is applie
the said mark has been used on those goods wi
thereof;

registered mark is applied and whi ve be_en

XXI. offering for sale or brifeigg ntocirc

registered mark is applie having
replaced or deleted the mark;

&

the congént/of the owner

II. using an appellation of @rigin’without the appropriate authorization

ense,

XXIIl. reproducing a protected layout design without the authorization of
the owner of the registration in its entirety, or any part that is
considered original in itself, by incorporation in an integrated circuit or

in another way;

XXIV: importing, selling or distributing any of the following in violation
of the provisions of this Law, without the authorization of the owner of the

registration, in any form for commercial purposes:

www.macotela.com.mx
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(a) a protected layout design;
(b) an integrated circuit incorporating a protected layout design; or

5 (c) a product incorporating an integrated circuit that itself incorporates %
an unlawfully reproduced protected layout design;

XXV. All other violations of the provisions of this Law that do not é

constitute offenses.
10 ¢ E EI!
ro

Art. 214. Administrative infringements of this Law and ot isions
derived therefrom shall be punished as follows: @

l. a fine of up to 20,000 days of the general minimugéllary p
15 the Federal District;

[I. an additional fine of up to the amou
minimum salary payable in the Fed
infringement persists;

20
[ll. temporary closure for u days; '
IV. permanent closure;
25 aMgadministrative detention for”up to 36 hours.

215. The investigation of infringements shall be carried out by the
Institute. either. ex officio or at the request of the interested party.

30 Art. 216. Should the nature of the administrative infringement not warrant
an inspection tour, the Institute shall serve notice on the presumed
infringer, with the elements and proof on which the alleged infringement
relies, allowing him a period of 10 days within which to make whatever
statement best serves his interests and submit the corresponding proof.

35

Art. 217. Once the term referred to in Articles 209, subparagraph IX, and
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216 of this Law has expired, the Institute shall hand down the appropriate

ruling on the basis of the inspection record issued, and, where no record

was warranted by the nature of the infringement, on the basis of the

elements appearing in the file, taking due account of the statements and
5 evidence submitted by the interested party.

Art. 218. In the event of a second or subsequent offense the fines S ;
d

previously imposed shall be doubled, but the amount thereof shall gé; e
three times the applicable maximum set in Article 214 of this La

10 & .\l
For the purposes of this Law and the other provisions deg®ng therefro
second or subsequent offense means every subseqq@ ingeme

and S !
the same provision committed within the two years f ing the date on
15  which the ruling on the infringement was hande n.

Art. 219. Closure may be ordered in the 8¢cision that _Ies'On the
infringement in addition to a fine or wthdy a fine'hg¥ingbeen imposed.
There shall be grounds for permt closureAvhen the establishment has

20 been g)
temporarily closed twice with eriod of #vo years if, during the said
period, the infringement i med regdrdless of whether the location
thereof has changed. '

25 Ant. 220. For determining sa |
unt:

tions the following shall be taken into

I the intentional character of the act or omission constituting the
infringement;
30
Il. the economic circumstances of the infringer;

I1"the seriousness of the infringement in relation to the trading of

products or the rendering of services, and also the harm done to those
35 directly affected.
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Art. 221. The sanctions provided for in this Law and other provisions
deriving therefrom shall be imposed in addition to appropriate
indemnification for damages of the parties affected under ordinary
legislation and without prejudice to the provisions of the following
Article.

Art. 221bis. Compensation for material damages or indemnification f @
damages and prejudice due to violation of the rights conferred by thj

shall in no case be less than 40 percent of the public selling pric e
product or the price of the rendering of services where wolat%% one
or more of the industrial property rights provided for in thi

involved. @

Art 222 If on examlnlng the file relatlng to the mvgJ tion of dn_

Chapter Il
Offenses ‘ )
Art. 223. The followin [I'eonstitut

l. repeating the conduct pro{/i_de forin Article 213, subparagraphs Il to
, of this Law once the first&dministrative sanction imposed on that
unt has been enforced;

Il counterfeiting 'marks on a commercial scale with ill intent;

Ill-"praduce, store, transport, introduce to a country, distribute or
sell, with ill intent and with commercial speculation purpose, objects that
show counterfeit of protected trademarks by this law, and so as contribute
or provide in any form, mainly, natural resources aimed to the production of
objects that show counterfeit of trademarks protected by this law.

IV. revealing to a third party a trade secret that was known by virtue of
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employment, position, responsibility, the practice of a profession or
business relations, or as a result of the grant of a license for its use,
without the consent of the person keeping the trade secret, having been
advised of its confidentiality, for the purpose of procuring an economic
benefit for oneself or for the said third party, or for the purpose of doing
harm to the person keeping the secret;

V. appropriating a trade secret without the right to do so and with @

consent of the person who keeps it or its authorized user, in ord

it or reveal it to a third party for the purpose of procuring an qq
benefit for oneself or for the said third party, or for the purgd$e of'doing
harm to the person keeping the trade secret or to the a;@%ﬂ user

thereof; ( |

VI. using information constituting a trade secre is knowg by/virtue
of employment, position, responsibility, th ctice ofia ppdfession or

the purpose of procuring an
keeping the trade secret @ath® authoriz&d user thereof.
Art. 223 bis. Imprisonment-of tw@'to Six years and a fine of 100,000
imimum wage payable in the #ederal District on persons that sell to any
consumer in a public place, with ill intentions or with commercial
ulation purposes, objects that show counterfeit of trademarks protected
by this Law..If the sell'is carried out in a commercial establishment, or in
an organized or permanent form, it will be pursuant to articles 223 and 224
of this Law.

Art. 224. Imprisonment for two to six years and a fine corresponding from
100to 10,000 days of the general minimum wage payable in the Federal
District shall be imposed on persons who commit any of the offenses
specified in subparagraphs I, 1V, V or VI of article 223 of this Law. In
case of the offenses provided in subparagraphs Il or 1l of the same article
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223, imprisonment from three to ten years and a fine of 2,000 to 20,000 days
of the general minimum wage payable in the Federal District shall be
imposed.

Art. 225. For the institution of the criminal action in the circumstances %
provided for in Article 223, subparagraphs I and Il, the Institute shall be
requested to issue a technical ruling which shall not prejudge such civi
criminal action as may be appropriate.

Art. 226. Regardless of the institution of criminal proceedingq
aggrieved party in any of the offenses referred to in this Lgy®may deman
from the perpetrator or perpetrators thereof compensa@
damages, as provided in Article 221bis of this Law, @ r
sustained as a result of the said offenses.

Art. 227. The Federal courts shall have | iC 'gn_ over
referred to in this Chapter, and also ov ercial apd civil disputes and
the precautionary measures arising Qlit 8the implepfentation of this Law.

ts, théy may be heard by the
hout prejudice to the right
arbitration.

When such disputes affect onfy private inters
ordinary courts if the plaintif 00Ses/
of the parties to submit t rdceeding

Art. 228. In the judicial proceedings téferred to in the foregoing
igle, the judicial authority may.adopt the measures provided for in this
and in international treaties to which Mexico is party.

Art:229. For.the exercise of the civil and criminal actions arising from
the violation of industrial property rights, and also for the ordering of
the 'measures provided for in Article 119bis of this Law, it shall be
necessary for the owner of the rights to have affixed to the goods,
containers or packaging of goods covered by an industrial property right
those particulars and notices that are referred to in Articles 26 and 131 of
this Law, or by any other means to have stated or brought to the notice of
the public that the goods or services are protected by industrial property
rights.
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This requirement need not be met in cases of administrative infringement
that do not involve violation of industrial property rights.

TRANSITIONAL PROVISIONS

Decree of December 26, 1997

1. This Decree shall enter into force on January 1, 1998. s

2. The provisions of this Decree shall apply to all layout ﬁ@n of
integrated circuits whose first commercial exploitation, % eparate
or incorporated in an integrated circuit, in any part o@
as from the entry into force of this Decree.

www.macotela.com.mx www.macotela.com.mx




